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United States Court of Appeals 

for the District of Columbia 


No. 8209. 


GEOPHYSICAL DEVELOPMENT CORPORATION, 
SHELLEY KRASNOW and LEON F. CURTISS, 
Appellants, 

v. 

CONWAY P. COE, COMMISSIONER of PATENTS, 

Appellee. 


Appeal from the District Court of the United States for the 

District of Columbia. 


BRIEF FOR APPELLANTS. 


JURISDICTIONAL STATEMENT. 

This is an appeal by Geophysical Development Corpora¬ 
tion, Shelley Krasnow and Leon F. Curtiss, plaintiffs be¬ 
low, from a judgment dismissing their complaint in an ac¬ 
tion by which they sought to compel the appellee, Conway 
P. Coe, United States Commissioner of Patents, to permit 
the introduction of certain evidence in support of their mo¬ 
tion to dissolve an interference pending in the United States 
Patent Office (Appellants’ App. 38). I 
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The District Court had jurisdiction under D. C. Code 
(1940) Secs. 11-305, 11-311, 11-315, 11-325, 16-1001 (Act of 
March 3,1901,31 Stat. 1200, c. 854, Secs. 61, 64, 68, 85,1273). 

This Court has jurisdiction to review the judgment under 
D. C. Code (1940) Sec. 17-101 (Act of March 3, 1901, 31 
Stat. 1225, c- 854, Sec. 226. 

The pleading necessary to show the existence of the juris¬ 
diction is: 

1. The complaint as amended (Appellants’ App. 1-15, and 
34-37). 


STATEMENT OF THE CASE. 

Appellants, plaintiffs below, are respectively the inven¬ 
tors and the assignee of the inventors, of certain improve¬ 
ments in method and apparatus for measuring radioac¬ 
tivity. The inventors, Krasnow and Curtiss, filed an appli¬ 
cation with the defendant as Commissioner of Patents, for 
letters patent thereon. (Appellants' App. 1). 

While their application was pending before the Com¬ 
missioner, there was also pending an application of one 
Neufeld assigned to Well Surveys, Inc., directed to the 
same invention, and the Commissioner declared an inter¬ 
ference in respect of certain of the claims of these two ap¬ 
plications (Appellants’ App. 1-2). Subsequently the Com¬ 
missioner added a further party, one Howell, to the interfer¬ 
ence on a later filed application, which the Commissioner 
held interfered with some of the claims of the other two 
applications (Appellants’ App. 5). 

Thereafter plaintiffs filed a motion to dissolve the inter¬ 
ference on the ground that the applications of Neufeld and 
Howell did not contain complete disclosures as required by 
R. S. 4888, 35 IT. S. C. 33 (Appellants’ App. 6). The Com¬ 
missioner granted this motion in part (Appellants’ App. 6). 

Thereafter Neufeld and Well Surveys, Inc., assignee of 
Neufeld, disclosed the issues in the interference to one 
Bender, to whom a patent on a different invention had pre- 
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viously issued, and to Lane-Wells Company, assignee of 
Bender, and induced Bender and Lane-Wells Compainy to 
file an application for reissue of the Bender patent jto in¬ 
clude the claims involved in the interference (Appellants’ 
App. 7-8); Bender and Lane-Wells Company did in faj?t file 
an application for reissue of the Bender patent, and their 
reissue application was included in the interference (Ap¬ 
pellants’ App. 10-11). | 

Plaintiffs moved to dissolve the interference with respect 
to the Bender application, upon the ground that there was 
no inadvertence, accident or mistake to support the appli¬ 
cation for reissue of the Bender patent, and that there! was 
no sufficient excuse for the delay of almost two yeaifs in 
applying for such reissue. At the same time, plaintiffs 
moved that times be set for the taking of testimony in sup¬ 
port of their motion and for leave to file interrogatories to 
be answered by Well Surveys, Inc. and by Lane-Wells Com¬ 
pany (Appellants’ App. 14). In support of the motion 
to take testimony, there was filed the affidavit of one of | the 
plaintiffs, in which was set forth the evidence intended to 
be elicited at the taking of testimony (Appellants’ App. £8). 

The Examiner of Interferences dismissed both the tno- 
tion to dissolve, the motion to take testimony, and the mo¬ 
tion to file interrogatories, but the Commissioner, on peti¬ 
tion of the plaintiffs, reversed the action of the Examine^ of 
Interferences in dismissing the motion to dissolve, and hfeld 
that the motion to dissolve afforded proper grounds ^or 
dissolution, “if established by the record”; however, he 
affirmed the action of the Examiner of Interferences in 
denying to the plaintiffs the right to present evidence in 
support of their motion, and in denying them the right to 
file interrogatories (Appellants’ App. 14). 

Plaintiffs aver in their complaint, and the motion to dis¬ 
miss admits that: 

(a) The original Bender patent was not defective and in¬ 
sufficient but covers the invention intended to be patented 
therein and there was no inadvertence, accident or mistake 
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in the grant of said patent to Bender and Lane-Wells Com¬ 
pany to comply with statutory requirements for reissue 
(Appellants’ App. 9). 

(b) There was no inadvertence, accident or mistake to 
warrant the Bender reissue because, plaintiffs in Decem¬ 
ber, 1937, disclosed the invention set forth in their applica¬ 
tion, to Bender and his assignee, Lane-Wells Company, and 
Bender and his assignee had knowledge since December, 
1937, of the invention claimed by plaintiffs (Appellants’ 
App. 9). 

(c) During the prosecution of the original Bender pat¬ 
ent, Bender and his assignee canceled claims broader than 
the interference issue and they are estopped to recapture 
that subject-matter by a reissue application (Appellants’ 
App. 10). 

(d) The defendant, Commissioner of Patents, disre¬ 
garded the history of the prosecution of the Bender patent 
and the invalidity of the reissue application and included 
the Bender reissue application in the interferences (Appel¬ 
lants’ App. 10-11). 

(e) The interests of Neufeld and his assignee, Well Sur¬ 
veys, Inc., and of Bender and his assignee, Lane-Wells 
Company, in the issue of the interference, are identical; 
and they have at all times been represented by the same 
record attorneys (Appellants’ App. 11). 

(f) Bender and his assignee had knowledge of the in¬ 
vention being claimed by plaintiffs more than two years 
prior to the tiling of the Bender reissue application (Ap¬ 
pellants’ App-12). 

(g) In the prosecution of their original patent, Bender 
and his assignee deliberately canceled claims from the 
then pending application and limited their patent to an in¬ 
vention different from that of the interference issue, with 
full knowledge of the application and invention being 
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claimed by plaintiffs since December, 1937 (Appellants’ 
App. 12). 

(h) Bender and bis assignee are guilty of gross laclkes, 
and gross delay in filing their reissue application, and have 
abandoned any rights they might otherwise have had, in 
the invention defined in the issue of the interference (Ap¬ 
pellants’ App. 12-13). 


(i) Neufeld, Well Surveys, Inc., Bender and Lane-Wells 


Company having urged that Neufeld was the inventor 
the subject-matter of the interference are now estopped 
contend otherwise (Appellants’ App. 13). 


of 

to 


Plaintiffs aver as facts in the amendment to the complaint 
and these averments are admitted by the motion to dismiss, 
that: 

(j) The questions raised on plaintiffs’ motion for dis¬ 
solution in the interference are questions of fact and Re¬ 
quire the production of evidence not of record in the United 
States Patent Office (Appellants’ App. 34). 

(k) The record in the Patent Office contains none of the 

evidence on which plaintiffs must rely to establish the facjts 
in support of their motion for dissolution; plaintiffs 
never have had an opportunity to present such evidencje, 
since the Patent Office record was made prior to the ques¬ 
tions being raised on the motion for dissolution; and sucjh 
evidence will not become a part of the record unless plain¬ 
tiffs are permitted to introduce it in the form of affidavit^, 
depositions or other evidence not otherwise of record (Ap¬ 
pellants’ App. 35). j 

(l) No evidence on the question of inadvertence, etcj., 
raised on appellants motion to dissolve in the interference, 
will be considered by the defendant after there has been k 
decision on those questions on the pending motion for dis¬ 
solution; and plaintiffs’ sole opportunity to have any such 
evidence considered on those questions is by placing such 
evidence of record before there is any decision on the mob 
tion for dissolution (Appellants’ App. 35-36). 
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[ARY OF THE ARGUMENT. 


The refusal of the Commissioner of Patents to permit 
them to introduce evidence in support of their motion for 
dissolution, which the defendant, Commissioner of Patents, 
has held raises proper questions to be determined in the 
interference, is contrary to law. 


ARGUMENT. 

An interference is a proceeding instituted under the pro¬ 
visions of R. S, 4904, 35 U. S. C. 52, for the purpose of de' 
termining the question of priority of invention between two 
or more parties claiming substantially the same patentable 
invention. | 

The Commissioner of Patents may from time to time 
establish regulations, not inconsistent with law, for the 
conduct of proceedings in the Patent Office (R. S. 481, 4S3, 
35 IT. S. C. 6) 1 In accordance with such authority the Com¬ 
missioner has, established regulations not inconsistent with 
law in the conduct of interferences and in that connection 
has established Rule 122, Rules of Practice in the United 
States Patent Office, the material portions of which are as 
follows: 

i 

“122. Motions to dissolve an interference * * * 
(2) denying the patentability of an applicant’s claim, 
or (3) denying his right to make the claim, • • # 
should contain a full statement of the grounds relied 
upon * # *. Such motions and all motions of a similar 
character, if in the opinion of the examiner of interfer¬ 
ences they be in proper form, will be heard and deter¬ 
mined by the primary examiner, due notice of the 

day of hearing being given by the office to all parties. 

• • *»» 


It is apparent that a motion to dissolve an interference 
and a hearing thereon, is a recognized and authorized mode 
of procedure in the Patent Office, and among the grounds 
upon which such a motion may be based is the denial of the 
patentability of an applicant’s claims and the right of an 
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applicant to make the claims, as shown by the above-quoted 
portions of Rule 122. The purpose of Rule 122 in providing 
for motions for dissolution of an interference, is to tes{; the 
propriety of the declaration of the interference, to deter¬ 
mine whether the interference has been properly declared 
and set up to determine any question of priority whidhj ex¬ 
ists between the parties. If the issue involved in the inter¬ 
ference is unpatentable, or one of the parties has no right 
to make the claim, or the claim is unpatentable to on£ of 
the parties, or if the issue is not supported by a party’s 
case, these and similar questions go to the propriety of the 
declaration of the interference and lie at the threshold 
thereof. Rule 122 provides for a determination of these 
questions prior to any further proceedings in the interfer¬ 
ence. 

Two distinct types of questions arise on motion for qis- 
solution of an interference. They are distinguished by 
whether they are ancillary to priority or not ancillary 
thereto. The term ancillary is used in siich cases in j:he 
sense of “subordinate” or “auxiliary” to the question of 
priority. | 

(a)'If ancillary to priority they will be considered at bll 
later stages of the interference including court proceedings 
reviewing the question of priority. 

Podlesak v. Mclnnerney , 26 App. D. C. 399. 


Such questions as are ancillary include sufficiency of dis¬ 
closure to make the claim, and operativeness of the dis¬ 
closed invention. 

(b) If not ancillary to priority they will be considered bn 
motion for dissolution but will not be considered at any 
later stage of the interference, or in any court proceedings 
reviewing the question of priority. 

Ellis v. Maddox, 96 F. (2d) 308; 

Ackerman v. Light , 96 F. (2d) 304; 

Norling v. Hayes , 37 App. D. C. 160; 

Earles v. Gomher, 50 App. D. C. 389, 273 Fed. 353; 

Bechtold v. Lanser , 82 Fed. 415. 
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Such non-ancillary questions include inadvertence, acci¬ 
dent and mistake in support of reissue and many other 
statutory bars to a reissue patent. 

In the interference proceeding in the Patent Office, plain¬ 
tiffs moved to dissolve the interference with respect to the 
Bender reissue application upon the ground that there was 
no inadvertence, accident or mistake to support the appli¬ 
cation for reissue of the Bender patent, etc. Such matters 
have repeatedly been held to bar any valid reissue. 

Union Switch <£ Signal Co. v. Louisville Signal Co., 
73 F. (2d) 550, 551, (C. C. A. 6); 

Application of White, 57 App. D. C. 355, 23 F. (2d) 
776. 

If Bender has no properly filed reissue application, he 
has no right to contest priority in this interference, and 
this question must be considered at the very beginning of 
the interference. As said by this Court in Oliver v. Felbel, 
20 App. D. C. 255, 259: 

“We understand the rules and the practice of the 
Patent Office to be in accordance with this requirement 
of law and right reason; and that no interference is ever 
declared between parties until there has been an ad¬ 
judication of patentability. The absurdity of a declara¬ 
tion of interference, with a reservation at the same 
time of the question of patentability for future adjudi¬ 
cation, would be, so far at least as this court is con¬ 
cerned, too glaring to be tolerated.” 

That these Questions may be specifically considered and 
determined on motion for dissolution has long been settled. 
In the case of Latta and Thompson v. Murphy, 1915 C. D. 
7, 8, the Commissioner said: 

“In order to be entitled to a reissue, the applicant 
must show that the failure to make the claims arose 
through inadvertence, accident, or mistake, and if there 
was delay in filing the application he must give a 
satisfactory’ explanation thereof. If the oath in this 
case is not sufficient, the reissue application should not 
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have been held allowable by the Examiner, and thb re¬ 
issue applicants have no right to contest the interfer¬ 
ence. In the case of Emmet v. Fullagar, (C. D., Ip07, 
322; 130 0. G., 2719,) as appears from the statement 
of the facts in a subsequent decision in that case, I (in 
re Fullagar, C. D., 1909, 270; 138 0. G. 259; 32 App. 
D. C. 222,) it was held that a motion to dissolve on the 
ground that the reissue oath was insufficient was prop¬ 
erly transmitted. The interference was dissolved on 
that ground, and the action of the Office in refusing Ful¬ 
lagar’s reissue was subsequently affirmed by the Court 
of Appeals of the District of Columbia, (C. D., 1913, 
444; 192 0. G., 1263; 40 App. D. C., 510.)” 


In the case at bar, the Commissioner held that plaintiffs 
were entitled to a hearing on the grounds raised in the nko- 
tion to dissolve, saying in that connection, in his order of 
June 30,1940 (Appellants’ App. 32): 

“The motion to dissolve alleges that the counts are 
unpatentable in Bender’s reissue application because 
the failure to include them in his patent was not diie 
to inadvertence, accident or mistake, and because ^n 
election not to prosecute the counts in the Bender ap¬ 
plication has been made. These contentions, if th<fv 
can be established from the record, afford proper 
grounds for dissolution and, in view of the authorities 
cited by the petitioner, this motion should have beCn 
set for hearing.” j 

Thus the Commissioner of Patents has determined thajt 
there should be a hearing on the issues of inadvertence, ac¬ 
cident or mistake in the Bender reissue application and of 
the election not to prosecute, and has ordered a hearing oi(i 
those questions. 

In setting such questions for hearing and determinatio 
in the interference on motion for dissolution, th 
Commissioner of Patents, has followed the practice as out 
lined above. But in refusing appellants the right to intro-i 
duce evidence in support of that motion for dissolution, the 
defendant is acting arbitrarily and is denying to appellants 
due process of law. 
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Tiie motion to dismiss admits the averments of fact in 
the complaint as amended, and specifically admits 
that the questions raised on plaintiffs motion for dissolution 
are questions of fact and require the production of evidence 
not of record in the United States Patent Office (Appel¬ 
lants’ App. 34). It further admits that the record to which 
the Commissioner restricts the consideration, contains none 
of the evidence on which plaintiffs must rely to establish 
the facts in support of their motion for dissolution; that 
plaintiffs have never had an opportunity to present such 
evidence, since the Patent Office record was made prior to 
the questions being raised on the motion for dissolution; 
and that such evidence will not become a part of the record 
unless the plaintiffs are permitted to introduce it in the 
form of affidavits, depositions or other evidence not other¬ 
wise of record (Appellants’ App. 35). The motion to dis¬ 
miss further admits that no evidence on the question of in¬ 
advertence, accident or mistake, or fraud, will be consid¬ 
ered by the defendant after there has been a decision of 
those questions on the pending motion for dissolution; and 
that plaintiffs’ sole opportunity to have any evidence con¬ 
sidered on these questions is by placing such evidence of 
record before there is any determination of the motion for 
dissolution (Appellants’ App. 35). 

In arbitrarily restricting the record for consideration 
on the motion for dissolution to the record in the Patent 
Office, which was made up before the questions raised on 
the motion for dissolution, the defendant accepts an ex parte 
affidavit filed on behalf of Bender in support of his reissue 
application as conclusive; and while accepting that ex parte 
affidavit of Bender as conclusive in that connection, denies 
to plaintiffs any opportunity to present any evidence in 
the form of affidavits, depositions or otherwise, to contra¬ 
dict it. 

The question, therefore, is whether the Commissioner of 
Patents can refuse to permit plaintiffs to offer evidence on 
this question of inadvertence, accident and mistake. So 
to hold, is to deny plaintiffs their day in court. No clearer 
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abuse of discretion and denial of due process of law can ^e 
imagined- This is clearly discrimination against plaintitts 
because it proscribes all evidence on their part, while ac¬ 
cepting an ex parte affidavit of their opponent. As stated 
in Baltimore and Ohio Railroad Co. v. United States, 298 
U. S. 349, 368: j 

“The due process clause assures a full hearing be¬ 
fore the court or other tribunal empowered to perform 
the judicial function involved. That includes the right 
to introduce evidence and have judicial findings basecl 
upon it.” 

Again in Baltimore and Ohio Railroad Company v. United 
States, 264 U. S. 258, 265: 

<<• * • prov i s i on f or a hearing implies both th^ 
privilege of introducing evidence and the duty of dej- 
ciding in accordance with it. To refuse to conside^ 
evidence introduced, or to make an essential finding 
without supporting evidence, is arbitrary action.” 

i 

Again in Interstate Commerce Com. v. L. & N. R. Co .i 
227 U. S. 88, 93: j 

• # man ifestly there is no hearing when the party 
does not know’ what evidence is offered or considered,! 
and is not given an opportunity to test, explain or ref-! 
ute.” j 

i 

Mandamus will lie to compel a court to grant a hearing 
or to hear evidence. In McCullough v. Cosgrave, 309 U. S. 
634, 3 Fed. Rules Serv. 496, which w’as a patent-infringe-j 
ment case, the District Court had assigned the case to a 
Master for trial, upon the ground that the Judge was unable I 
to try the case because of his physical condition, that the 1 
issues w’ere complicated, the calendar congested, and no 
other Judge w T as available to try the case wdthin a reason- ] 
able time. Application vras made to the Supreme Court j 
of the United States for leave to file a petition for manda- j 
mus to compel the Judge to hear the case. The Supreme 
Court directed the District Judge to vacate the order of 
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reference and to try the case in the regular way. Thus, the 
Supreme Court saw fit to control by mandamus the question 
of whethef a case should or should not be referred to a 
Master under F. R. C. P. 53(b). 

In State v. Eddy, 10 Mont. 311, 324, 25 P. 1032, in which 
a justice of the peace had refused to issue an order to com¬ 
pel certain witnesses to testify, the Court held: 

“* * • but we cannot adjudicate the issue without 
evideiice offered upon a legal trial. The foundation for 
a statutory investigation has been laid, and it is neces¬ 
sary that Shippen and other witnesses should be re¬ 
quired to testify in said Justices Court concerning this 
indebtedness from Abbott to Borlace. Our inquiry is 
limited to a narrow scope, and we determine that the 
respondent should have proceeded with the examination 
of Shippen upon this subject.” 

Questions of inadvertence, accident or mistake, which are 
not ancillary to priority, will not be considered in any court 
proceeding under R. S. 4911, 35 U. S. C. 59a to review a de¬ 
cision on priority. In each of the following cases, after 
decision on priority, a statutory bar was urged against the 
reissue applicant, but was refused consideration by the 
Court: 


Ellis v. Maddox, 96 F. (2d) 308; 

Ackerman v. Light, 96 F. (2d) 304; 

Daley v. Trube, 88 F. (2d) 308. 

In the Ackerman case, the court said (page 306): 

‘‘(1) The Board of Appeals in its decision stated: 
‘The party Ackerman has appealed on two grounds; 
first, that the counts do not read upon the disclosure 
of the party Light and, secondly, that Light is not 
entitled to a reissue containing the counts for various 
reasons. The question of the party Light’s right to a 
reissue is purely an ex parte matter which has been 
decided favorably to him by the Primary Examiner 
and we shall therefore not consider it.’ 

“We are in agreement with this statement of the 
Board, which is in accordance with the rule approved 
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by us. Daley v. Trube, 88 F. 2d 308, 24 C. C. P. A., 
Patents, 964; Bechtold v. Lanser, 82 F. 2d 415, 23 C. C. 
P. A., Patents, 1051.” 

In the Daley case the court observed (page 311) : 

“(1) We are in agreement with the decision of the 
Board of Appeals in interference ‘B’ that the objec¬ 
tion by Daley to the sufficiency of the reissue oath of 
Loftin involves a question of patentability and not of 
priority, and therefore is not before us for decision. 
As is hereinbefore stated, appellant expressly concedes 
this fact.” 

These decisions establish conclusively, and we know of iio 
decisions contrary thereto, that after there has been a de¬ 
cision on motion for dissolution, questions not ancillary io 
priority, in a reissue application, will not be considered 
They will be considered in the Patent Office on motion for 
dissolution only. There is, therefore, no question but th^t 
unless plaintiffs are given the right to introduce evidence 
in support of their motion for dissolution, which raises 
questions which are not ancillary to priority and may bp 
considered only on motion for dissolution, they cannot raisb 
those questions at a later time. 

The fact that the Commissioner of Patents will not con¬ 
sider those questions at any later time in the interference 
is sufficient ground for the relief sought in the present 
proceedings. ! 

Even in a proceeding under R. S. 4915, 35 U. S. C. 6^, 
the question of inadvertence, accident and mistake will not 
be considered. In Earles v. Gomber, 273 Fed. 353, 354[ 
there was a court proceeding instituted under R. S. 431q 
from a decision on priority in favor of Gomber on a reissud 
application. The Court of Appeals of the District of Co¬ 
lumbia refused to consider the question of intervening 
rights. Further, the Supreme Court of the United States 
in Ewing v. United States ex rel Fowler Car Company, 244 
U. S. 1, 11, discussed the questions that may be considered 
in an interference and held in connection with proceedings 
under R. S. 4915, that: 
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“A suit in equity may follow and be instituted by either 
party and even in it nothing can be determined but 
priority of invention.” 

The defendant cannot successfully defend his position 
by contentions of expediency. The evidence which plaintiffs 
seek to introduce is not extensive and will not result in any 
delay. The questions raised are simple. In any event, con¬ 
tentions of expediency can in no case justify a denial of due 
process. As stated by the Supreme Court of the United 
States in Ohio Bell Telephone Co. v. Public Utilities Com¬ 
mission, 301 U. S. 292, 305: 

“There can be no compromise on the footing of con¬ 
venience or expediency, or because of a natural desire 
to be rid of harassing delay, when this minimal require¬ 
ment [due process] has been neglected or ignored.” 

As the Commissioner of Patents said in Kinsman v. 
Strohm, 1906 C. D. 481, 4S3: 

“The question of delay is the only serious one pre¬ 
sented by this appeal, and in view of all the circum¬ 
stances it is believed that this question should be re¬ 
solved to permit the evidence to be produced. If the 
truth in this matter is hurtful to Strohm, it should not 
be suppressed. In such event he is in no position to 
urge that it should not be used against him. If it is not 
hurtful to his case, he can only be injured by the delay 
and expense incident to taking additional testimony. 
The record of Strohm’s application offsets any objec¬ 
tion he might urge on the ground of delay. As the pro¬ 
posed testimony is limited to a single restricted sub¬ 
ject of inquiry, the expenses in connection therewith 
will probably be comparatively small. However that 
may be, the objection of expense alone is not sufficient 
to offset the reasons for admitting the proposed testi¬ 
mony notwithstanding the delay which occurred.” 

Plaintiffs are not seeking in this proceeding to compel 
the Commissioner of Patents to institute an interference. 
Such interference has already been declared. Plaintiffs are 
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not seeking to compel the Commissioner of Patents to Order 
a hearing on their motion to dissolve the interference; such 
hearing has already been ordered. The only question be¬ 
fore the Court is: where a hearing has been ordered on a 
motion to dissolve an interference, is the Commissionejr re¬ 
quired to permit the introduction of all relevant evidence, 
or may he arbitrarily confine the evidence to matters al¬ 
ready of record in the Patent Office, in a record which was 
made up before the questions were raised on the motiorl for 
dissolution? j 

The refusal of the Commissioner to permit appellants 
to offer evidence in support of their motion for dissolution 
is an arbitrary action. The Commissioner’s action accipts 
an ex parte affidavit of an opponent as conclusive on a ques¬ 
tion of fact and denies plaintiffs the right to submit rele¬ 
vant and material evidence to contradict that ex parte affi¬ 
davit. No consideration of expediency can justify a denial 
of due process. The practice is manifestly unfair and a Vio¬ 
lation of the fundamental rights that should be accorded 
plaintiffs. j 

CONCLUSION. 

The action of the District Court in dismissing the com¬ 
plaint as amended should be reversed, and the action re¬ 
manded to that Court for further proceedings. 

Respectfully submitted, 

I 

Sol Shappirio, 

Washington Loan & Trust Building, 
Washington, D. C. 

Lawrence Koenigsberger, 

1426 H. Street, N. W., j 

Washington, D. C. j 

Attorneys for Appellant$. 
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STATUTES. 

52. Interferences; determination of priority; issue of 
patent. 

Whenever an application is made for a patent which, in 
the opinion of the Commissioner, would interfere with 
any pending application, or with any unexpired patent, he 
shall give notice thereof to the applicants, or applicant and 
patentee, as the case may be, and shall direct a board of 
three examiners of interferences to proceed to determine the 
question of priority of invention. And the Commissioner 
may issue a patent to the party who is adjudged the prior 
inventor. 

R. S. 4904, 35 U. S. C. 52 

64. Reissue of defective patents; patents for separate 
parts. 

Whenever any patent is wholly or partly inoperative or 
invalid, by reason of a defective or insufficient specification, 
or by reason of the patentee claiming as his own invention 
or discovery more than he had a right to claim as new, if 
the error has arisen by inadvertence, accident, or mistake, 
and without any fraudulent or deceptive intention, the com¬ 
missioner shall, on the surrender of such patent and the pay¬ 
ment of the duty required by law, cause a patent for the 
same invention, and in accordance with the corrected speci¬ 
fication, to be reissued to the patentee or to his assigns or 
legal representatives, for the unexpired part of the term of 
the original patent. * * * 

R. S. 4916, 35 U. S. C. 64. 
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APPENDIX 

1 Filed July 17,1941 Charles E. Stewart, Clerk 

In the District Court of the United States 
For the District of Columbia 

Civil Action No. 12170 

j 

Geophysical Development Corporation, Shelley Kras- 

7 I 

now, Leon F. Curtiss, Plaintiffs, 

\ 

vs. | 

Conway P. Coe, Commissioner of Patents, United Spates 

Patent Office, Defendant . i 

i 

Civil Action for Injunction, Etc. j 

1. This is an action for equitable relief. 

2. Prior to April 16,1937 the plaintiffs Shelley Krasjiow 
and Leon F. Curtiss were the original, first and joint! in¬ 
ventors of certain new and useful improvements; in 
“Method and Apparatus for Measuring Radioactivity”, 
and on April 16, 1937 duly made application in writing in 
the United States Patent Office for grant of Letters Paient 
entitled “Method and Apparatus for Measuring Radio¬ 
activity”, which application was given Serial No. 137,380. 

3. By instrument dated September 18, 1939, the plaintiff 
Curtiss assigned to the plaintiff Geophysical Development 
Corporation, a corporation existing under the laws of Dela¬ 
ware, his entire right, title and interest in and to applica¬ 
tion Serial No. 137,380 aforesaid, and any Letters Patent 

that might issue thereon; and 

2 By instrument dated September 21, 1939, the 
plaintiff Krasnow assigned to the plaintiff Geo¬ 
physical Development Corporation his entire right, ti^le 
and interest in and to application Serial No. 137,380 afore¬ 
said, and any Letters Patent that might issue thereon. 

4. On the 13th day of July, 1939 after due proceedings 
had, the defendant, as Commissioner of Patents, adjudged 


2 


that the invention of said “Method and Apparatus for 
Measuring Radioactivity” in part interfered with certain 
claims of another application for Letters Patent then pend¬ 
ing in the United States Patent Office in the name of one 
Jacob Neufeld, Serial No. 161,350, filed August 27, 1937, 
for “Method of and Apparatus for Radioactive Investiga¬ 
tion of Drill Holes”, and declared an interference, the said 
interference being designated and known as interference 
No. 77,260; that the subject-matter of the said interference 
No. 77,260 was defined by the defendant, as Commissioner 
of Patents, in the following eight interference counts corre¬ 
sponding with claims 13, 48, 57, 61, 67, 68, 69 and 70 of the 
Krasnow et al. application Serial No. 137,380, and claims 
39, 40, 41, 42, 43, 4, 29 and 34 of the said Neufeld applica¬ 
tion Serial No. 161,350: 

“1. In a method of surveying a borehole, the steps of 
lowering a radiation responsive generator of impulses con¬ 
tinuously, of exposing the generator to the radioactive rays 
emanating at each level thereby altering the character of 
the impulses as a function of the radioactive intensity at 
each level, of continuously transmitting the impulses to a 
distant point, and there noting their characteristics, thereby 
obtaining a continuous indication of radioactivity while the 
survey is in process, the values of radioactive intensity ob¬ 
tained making possible their intercomparison so as to per¬ 
mit the differentiation between the materials at one level 
and those of another. 

3 “2. A method of obtaining geological information 

concerning strata existing within a deep narrow 
borehole comprising, measuring a radioactive property of 
the material comprising a stratum in situ at one locality 
within the borehole, similarly measuring a radioactive 
property of the material comprising a stratum at another 
locality within the borehole, the results of the first and sec¬ 
ond measurements being capable of intercomparison so as 
to distinguish differences in geological condition between 
the materials at the two localities. 


“3. An apparatus for measuring radioactive intensity 
within a deep narrow borehole comprising a long narrow 
holder and a member sensitive to radioactivity, the holder 
being mechanically resistant so as to protect the said mem¬ 
ber, the holder further having a substantial portion theijeof 
relatively transparent to rays from radioactive substances, 
the said member being so placed relative to the transparent 
portion of the holder as to cause radioactive rays fijom 
substances external to the holder to act upon the said 
member. 

“4. An apparatus for measuring the associated radio¬ 
activity of substances lining a deep narrow borehole com¬ 
prising an electrical system adapted to give a series of 
electrical impulses, means to alter the frequency of the 
impulses in proportion to the intensity of the radioactivity 
proximate to the said means, a relay member actuated j by 
the said system and the said means jointly, the electrical 
system, means and relay member being held by a single 
relatively short holder so as to minimize leakage and jca- 
pacity disturbances in the portion of the circuit connecting 
the said means and the said relay member, the holder far¬ 
ther having narrow lateral dimensions so as to permit [its 
insertion in deep narrow boreholes. 

“5. An apparatus for measuring radioactivity at inac¬ 
cessible locations comprising a system employing feeble 
electric currents, means to alter the frequency of the s^id 
feeble currents in proportion to radioactive intensity, a 
relay means operated by the said feeble currents, a circuit 
employing relatively intense currents, a conducting mem¬ 
ber, and indicating means, the feeble currents cooperating 
with the relay means to cause pulses of relatively intense 
current, the conducting member serving to convey ihe 
pulses of intense current to the indicating means, the con¬ 
ducting member serving further to allow placing the sys¬ 
tem employing feeble electric currents and the relay means 
both remote from the indicating means, the relay me^ns 
and system employing feeble electric currents being placed 
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contiguous to each other so as to minimize disturbing 
effects. 

4 “6. A process for investigating the geological 

formations traversed by a drill hole, which consists 
in quantitatively measuring the radioactive properties of 
the formations encountered at different depths inside the 
drill hole and determining the variation of the said prop¬ 
erties with the depth of the drill hole. 

“7. The method of geophysical exploration comprising 
receiving in a drill hole radiations caused by radioactive 
processes, the said radiations being transmitted from a 
limited volume of the formations located at determined 
depths and adjacent the said drill hole, translating the 
said radiations into electrical impulses, the number of the 
said impulses corresponding to the number of the said ra¬ 
diations, measuring the number of the said impulses per 
unit of time as an index of the strength of the said radia¬ 
tions, repeating' said measurements for various other 
depths of the drill hole and comparing the resulting meas¬ 
urements to thereby determine the variation of the meas¬ 
ured radiations with the depth of the drill hole as an index 
of the varying character of the strata traversed by the 
drill hole. 

“8. Apparatus adapted for use in the logging of various 
geological formations traversed by drill holes, including a 
sealed casing, an ionization chamber within the casing, the 
said ionization Chamber being adapted to be exposed to 
radiations caused by radioactive transformations, the said 
radiations being transmitted from the formations at vari¬ 
ous depths in the drill hole, means associated with the said 
ionization chamber for producing an electrical current 
when the ionization chamber is exposed to said radiations, 
means for recording said current, and means for moving 
the said casing in the drill hole past said formations.” 

5. By instrument dated May 5, 1939 and recorded in the 
United States Patent Office August 28,1939, in Liber P-180, 
Page 191 of “Transfers of Patents”, the said Jacob Neu- 
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feld assigned to Well Surveys, Inc., a corporation existing 
under the laws of Delaware, the entire right, title ancjl in¬ 
terest in and to his application Serial No. 161,350 and'any 
Letters Patent that might issue thereon. 

5 6. Thereafter on December 14, 1939, the defend¬ 

ant, as Commissioner of Patents, adjudged that 
inventions of the said Krasnow et al. and Neufeld app] 


the 


ica- 

tions interfered in part with certain claims of an applica¬ 
tion for patent of one Lynn G. Howell, Serial No. 224,1504, 
filed August 12, 1938, for “Radioactivity Well-Logging”, 
and the said Howell was added to interference No. 77,260 
as a party thereto on the interference counts aforesaid, cor¬ 
responding with claims 15,16,17,18,19, 20, 21 and 22 of the 
said Howell application. 

7. Pursuant to the rules and regulations of the United 
States Patent Office, the plaintiffs Krasnow and Curtiss and 
the said Neufeld and Howell filed preliminary statements 
in said interference, from which preliminary statements it 
appeared that the said Howell alleged no date with resp>ect 
to counts 4, 5 and 7 of the interference, prior to the filing 
date of Krasnow and Curtiss, the senior party, and on Jan¬ 
uary 18, 1940 notice was given by the Patent Office to said 
Howell in said interference that judgment on the record 


would be rendered against him unless he should on or 


be¬ 


fore February 19, 1940 show good and sufficient cause vrhy 
such action should not be taken. 

8. Thereafter contriving to injure plaintiffs and to de¬ 
prive them of the profits and advantages which would 
accrue to them from said invention, and to prevent or delay 
the issuance of any patent thereon to plaintiffs, and not¬ 
withstanding that said Howell and Neufeld had inducted 
the Primary Examiner to hold the claims of their applica¬ 
tions patentable, on March 18, 1940, the said Howell and 
Neufeld each filed a motion for dissolution of said inter¬ 
ference No. 77,260 on the ground that the said counts of 
said interference were not patentable and on other grounds 
set forth in such motions. 


6 


6 9. On the 19th day of March, 1940, the plaintiffs 
Krasnow and Curtiss filed a motion for dissolution 

in said interference No. 77,260 on the grounds that the ap¬ 
plications of the said Howell and of the said Neufeld sev¬ 
erally, did not comply with Section 48S8 Revised Statutes, 
in that said applications did not disclose the manner and 
process of making, constructing, compounding, or using the 
invention in such full, clear, concise and exact terms as to 
enable any person skilled in the art or science to which they 
appertain to make, construct, compound and use said in¬ 
ventions and because the said applications severally, were 
insufficient to support the interference counts and because 
said applications were inoperative and on other grounds 
set forth in said motions. 

10. Thereafter on August 16, 1940, the Primary Exam¬ 
iner rendered a decision denying the motions to dissolve 
filed by the said Howell and Neufeld and denying the mo¬ 
tion to dissolve filed by the plaintiffs Krasnow and Curtiss 
except that the Krasnow and Curtiss motion to dissolve 
against the said Howell was granted as to counts 4 and 5; 
a time limit of appeal by Howell from said decision as to 
counts 4 and 5 was set to expire September 20, 1940; but 
no appeal was filed by the said Howell from said decision, 
and said decision became final. 

11. Thereafter in furtherance of their contrivance to de¬ 
prive plaintiffs of their rights as aforesaid and to delay 
issuance of any patent to plaintiffs, on September 3, 1940, 
the said Howell filed a request for reconsideration before 
the Primary Examiner of his decision of August 16, 1940; 
and on September 5, 1940, the said Neufeld filed a request 
for reconsideration before the Primary Examiner of his de¬ 
cision of August 16, 1940: but on September 18, 1940, the 
Primary Examiner denied the said requests for reconsider¬ 
ation. 

7 12. Thereafter still contriving to deprive plaintiffs 
of their rights as aforesaid and to delay unjustly is¬ 
suance of any patent to plaintiffs, on October 9, 1940, the 
said Neufeld in said interference No. 77,260 filed a petition 
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to the Commissioner of Patents in person and on October 
18,1940, the said Howell filed a petition to the Commissioner 
of Patents in person, each of said petitions requesting the 
Commissioner under his general supervisory authority to 
review the decisions on motions of the Preliminary Exam¬ 
iner dated August 16, 1940 in said interference. | 

13. On October 21,1940, the Assistant Commissioner Ren¬ 

dered his decision on said petitions, denying the same land 
each of them. j 

14. Thereafter still furthering his contrivance to deprive 

plaintiffs of their rights as aforesaid and to delay issuance 
of any patent to plaintiffs, on November 16, 1940, the sjaid 
Howell filed a second petition to the Commissioner of pat¬ 
ents in said interference asking the Commissioner of Pat¬ 
ents in exercise of his supervisory authority to dissolve jthe 
interference aforesaid, on the ground that the counts of the 
interference issue were unpatentable to the party Krasripw 
and Curtiss over patent No. 2,133,776, issued October |18, 
1938 to one John C. Bender. | 

15. Thereafter on December 6, 1940, the Assistant Co|m- 
missioner rendered a decision denying the said petition of 

the said Howell. j 

16. Still contriving to injure plaintiffs and to 
8 deprive them of the profits and advantages whibh 
would accrue to them from said invention, the said 


Neufeld and Well Surveys, Inc., jointly and severally, ha^e 
commenced and are continuing a systematic attack uppn 
plaintiff’s in an attempt to delay or prevent issuance of la 
patent to plaintiffs, and to put plaintiffs to inordinate ex¬ 
pense and delay in the protection of their rights; in further¬ 
ance of said attack, said persons and corporation, after un¬ 
successfully attacking the patentability of the issue of said 
interference, disclosed said issue to one John C. Bender and 
his assignee, Lane-Wells Company, a corporation existing 
under the laws of Delaware, joined interests with them, ana 
induced them to file an application for reissue of patent 
No. 2,133,776 to said Bender and allegedly assigned to said 
Lane-Wells Company for the purpose of including said 
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reissue application in said interference, well knowing that 
any such reissue application was and is invalid and an im¬ 
proper basis for the issue of said interference and that any 
reissue patent granted on said reissue application would 
be invalid. 

17. Thereafter and in furtherance of said contrivance as 
aforesaid, and y:e\\ knowing the premises, the said Bender 
and Lane-Wells Company did combine and join with said 
Neufeld, and Well Surveys, Inc., and contriving to injure 
plaintiffs as aforesaid, filed an application for reissue of 
said Bender patent No. 2,133,776 and included therein the 
aforesaid counts of said interference, well knowing that any 
such reissue application was and is invalid and an improper 
basis for the issue of said interference and that any reissue 
patent granted thereon would be invalid; said reissue appli¬ 
cation being given Serial No. 359,816, filed October 4, 1940. 

18. By instrument dated August 17, 1936 and re- 
9 corded in the United States Patent Office September 
19, 1938, in Liber K-176, page 234, of “ Transfers of 
Patents,” the said Bender purportedly assigned to Techni- 
craft Engineering Corporation, a corporation existing un¬ 
der the laws of the State of California, the full and ex¬ 
clusive right for the territory of the United States of Amer¬ 
ica and for all foreign countries, in and to application Serial 
No. 64,484, filed February 18, 1936; and by instrument 
dated September 1,1937, and recorded in the United States 
Patent Office September 19, 1938, in Liber K-176, page 235, 
of “Transfers of Patents,” Technicraft Engineering Cor¬ 
poration purportedly assigned to said Lane-Wells Com¬ 
pany the invention set forth in said application Serial No. 
64,484 and any letters patent that might issue thereon. 

19. In support of said reissue application of the said Ben¬ 
der and Lane-Wells Company, the oath of the said Bender 
was filed averring that the original Letters Patent No. 
2,133,776 were inoperative for the reason that the specifica¬ 
tion thereof was defective and insufficient in the omission of 
claims corresponding with counts 1 to 8 inclusive, of inter¬ 
ference No. 77,260, and further averring that the errors 
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which render said patent inoperative arose from inadver¬ 
tence, accident or mistake and without any fraudulent or de¬ 
ceptive intent on the part of the said Bender and further 
averring that the errors which constitute such inadvertence, 
accident or mistake were the failure to make claims that ade¬ 
quately and specifically cover the subject-matter identical 
with counts 1-8 of the aforesaid reformed interference No. 

77,260; and further averring that said errors arose 
10 because the said Bender assumed that the various 
features of his invention were sufficiently covered by 
the claims of his patent No. 2,133,776 and that the insuffi¬ 
ciency of said patent and the inadequacy of the claims there¬ 
of to fully protect his invention only recently came to |his 
attention and that the said Bender immediately took st^ps 
toward the filing of the application for reissue of his patent 
aforesaid. ! 

20. The said reissue application by the said Bender is in¬ 
valid because the patent No. 2,133,776 to the said Bender ^as 
not defective and insufficient but covers the invention which 
the said Bender and his alleged assignee Lane-Wells Com¬ 
pany intended to claim in said patent and there was no inad¬ 
vertence, accident or mistake in the grant of said patent to 
the said Bender and Lane-Wells Company. 

21. There was no inadvertence, accident or mistake to 
warrant reissue because in December, 1937 the plaintjiff 
Krasnow disclosed the invention of the Krasnow and Cur¬ 
tiss application Serial No. 137,380 aforesaid, to the said 
Bender and his assignee Lane-Wells Company, including 
copies of the drawings of said application, and said Laije- 
Wells Company acknowledge receipt of said application apd 
drawings so that from December, 1937 the said Bender ahd 
his alleged assignee Lane-Wells Company, had knowledge 
of the application for patent by plaintiffs and of the inven¬ 
tion claimed therein by them including original claim 13 
thereof, substantially like count 1 of interference No. 77,260 

aforesaid. 

22. In the Fall of 1937 and during the early part bf 
1938 negotiations were carried on between the plaip- 
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tiff Krasnow and the said Lane-Wells Company, the purpose 
of which was acquisition by the said Lane-Wells Company of 
rights under the invention of the plaintiffs as described and 
claimed in their application Serial No. 137,380 aforesaid. 

23. Further there was no inadvertence, accident or mis¬ 
take to warrant reissue because during the prosecution of 
the original Bender application Serial No. 64,4S4, on which 
patent No. 2,133,776 was granted, the said Bender and Lane- 
Wells Company made claims therein broader than claims 
ultimately patented to them including claims 7 and 8 of their 
application as follows: 

“7. A method of detecting the presence of radio active 
formations in well bores comprising the steps of lowering 
an electronic pickup device into the well bore and detecting 
the electronic bombardment of the device by such formation. 

“8. A method of detecting the presence of radio active 
formations in jvvell bores comprising the steps of lowering 
an electronic pickup device into the well bore, detecting the 
electronic bombardment of the device by such formation and 
indicating the saturation of such formation by the volume 
of bombardment detected.” 

24. Thereafter with full knowledge of the invention being 
claimed by the plaintiffs as aforesaid, the said Bender and 
his assignee Lane-Wells Company deliberately cancelled the 
broader claims of their application, including claims 7 and 8 
aforesaid, and limited all of their claims to method and ap¬ 
paratus in which a source of primary’ radiations was low¬ 
ered into the yvell bore to cause secondary radiations in said 
well bore and then detecting such secondary radiations; and 
their patent No. 2,133,776 was granted to them limited to 

that invention. 

12 25. On January 16, 1941 the said interference No. 

77,260 was reformed by striking out counts 4 and 5 
thereof; and the defendant Commissioner of Patents disre¬ 
garding the history of the prosecution of said Bender patent 
No. 2,133,776 and the invalidity of the said reissue applica¬ 
tion therefor, adjudged that the invention of said reissue 


l 
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application interfered with the inventions of the applica¬ 
tions for patent aforesaid of plaintiffs Krasnow and Cuikiss 
and of said Howell and Neufeld and on January 16, 4941 
said defendant Commissioner of Patents erroneously ^de¬ 
clared interference No. 77,260 by adding the reissue applica¬ 
tion of the said Bender thereto. 

26. Notwithstanding the premises, on January 16, 1941 a 
new interference was erroneously declared by the Commis¬ 
sioner of Patents, known as interference No. 78,980, includ¬ 
ing the application for patent of the plaintiffs Krasnow and 
Curtiss and the aforesaid application of the said Neufeld, 
and the reissue application of the said Bender, Serial 1S T o. 
359,816, filed October 4, 1940, the counts 1 and 2 of said in¬ 
terference being counts formerly numbered counts 4 and 5 
of interference No. 77,260 and corresponding respectively, 
with claims 17 and 18 of the Bender reissue application; 
claims 61 and 67 of the Krasnow et al. application; and 
claims 42 and 43 of the aforesaid Neufeld application. 

27. Plaintiffs are informed and believe that in early 1940, 
the said Neufeld and his assignee Well Surveys, Inc., and 
the said Bender and his assignee Lane-Wells Company, 
joined their interests in connection with the invention cov¬ 
ered in the issues of the interferences aforesaid and thjat 
since that time the interests of said persons and corpoi) 

tions have been identical. 

13 28. On August 2,1940 at the hearing on motions 


a- 


fn 


interference No. 77,260 before the said Bender h<^d 
been added to said interference, counsel for Neufeld stated 
orally that he did not care if his motion to dissolve on the 
ground of unpatentability was denied because in that eveut 
he would file a reissue application of the Bender patent No. 
2,133,776 and have such reissue application included in the 
interference. 

29. In interferences Nos. 77,260 and 78,980, the said Neu¬ 
feld and his assignee Well Surveys, Inc., and the said Ben¬ 
der and his assignee Lane-Wells Company, have at all tim^s 
been represented by the same record attorneys. 
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30. Through their attorneys, the said Bender and his as¬ 
signee Lane-Wells Company, long prior to the filing of their 
reissue application aforesaid, and long prior to their 
inclusion in the interferences aforesaid, had knowledge of 
the invention being claimed by the plaintiffs and the prelim¬ 
inary statements filed in the interferences by the plaintiffs 
including the dates of invention claimed by plaintiffs, before 
any preliminary’ statement was filed by the said Bender. 

31. Although the said Bender and Lane-Wells Company 
had knowledge ever since December, 1937, of the invention 
described and claimed by plaintiffs in their application Se¬ 
rial No. 137,380, the said Bender and his assignee Lane- 
W~ells Company deliberately cancelled claims to that inven¬ 
tion from the original Bender application and limited their 
patent to a different invention and with full knowledge since 
December, 1937 that plaintiffs were claiming the invention 
of the interference issue, the said Bender and his assignee 
Lane-Wells Company never sought to claim said invention 

and patented a different invention, and from October 
14 18,1938, the date of grant of said patent No. 2,133,776 

with full knowledge of plaintiffs claims and of the in¬ 
terference No. 77,260 aforesaid, did not file their application 
for reissue until October 4,1940 and then only after the said 
Neufeld and his assignee Well Surveys, Inc., having inter¬ 
ests identical with those of the said Bender and his assignee 
Lane-Wells Company had failed in their attempt to have 
the issue of the interference held unpatentable. 

32. In view of the premises, said Bender and Lane-Wells 
Company are without right to urge the validity of their re¬ 
issue application aforesaid, and are estopped to do so. 

33. In view of the premises, said Bender and Lane-Wells 
Company are guilty of gross laches and so long a time has 
elapsed after their knowledge of plaintiffs ’ invention and 
claims thereto before they have made claim to said inven¬ 
tion as defined in the issues of the interferences aforesaid, 
that they are without right to make claim thereto. 

34. In view 1 of the premises, said Bender and Lane-Wells 
Company are without right to contest priority with plain- 
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tiffs on the issues of said interferences and are estopped to 
do so. 

35. In view of the premises, said Bender and Lane-Wells 
Company are guilty of gross delay in filing any application 
for reissue of said Bender patent No. 2,133,776 and such re¬ 
issue application is invalid, null and void. 

36. In view of the premises, said Bender and Lane-A^ells 
Company abandoned any rights they might otherwise i}rge, 
in or to the invention defined in the issues of said irjter- 

ferences. 

15 37. In view of the premises, said Bender and Lane- 

Wells Company having deliberately cancelled bjoad 
claims during the prosecution of their patent No. 2,133,|776, 
and they cannot now lay claim to such broader claims by 
reissue. 

38. In view of the premises, said Bender and Lane-Wells 
Company cannot now T claim in a reissue application, th^ is¬ 
sues of the interferences aforesaid, because said issues are 
directed to an invention different from that which they 
claimed in their patent No. 2,133,776. 

39. In view of the premises, said Neufeld, Well Surveys, 
Inc., Bender, and Lane-Wells Company, or any of them, Can¬ 
not urge that said Bender is the inventor of the subject- 
matter of the issues of said interferences because they knd 
each of them have heretofore urged that said Neufeld was 
the inventor thereof, and they are now estopped to contend 
otherwise. 

40. After the grant of Bender patent No. 2,133,776 and 
before any reissue application therefor was filed, plaintiffs, 
relying on the invention claimed in said patents limited as 
aforesaid, spent substantial sums of money in developing 
and exploiting their (plaintiffs’) invention as described and 
claimed in their application Serial No. 137,380, and built 
devices for practicing said invention; said devices, methods, 
and developments do not infringe any of the claims of 
Bender patent No. 2,133,776 but are directed to the methods 
and apparatus covered by the issues of said interference; 
by said acts, plaintiffs have acquired intervening rights; 
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and in view of said intervening rights, said Bender 

16 and Lane-Wells Company are without right to ob¬ 
tain by reissue claims corresponding to the issues of 

the interferences aforesaid. 

41. On May 21, 1941 plaintiffs in said interferences Nos. 
77,260 and 78,9S0, (a) moved to dissolve said interferences 
with respect to the party Bender because there was no in¬ 
advertence, accident or mistake to support Bender’s reissue 
application, nor any sufficient excuse for the delay of almost 
two years in filing said reissue; and because said Bender 
and his assignee had theretofore elected to contest priority 
of the issues of the interferences on the basis of the party 
Neufeld being the prior inventor; (b) moved that times be 
set for taking testimony in support of the motions afore¬ 
said, the motion being supported by affidavit of the plaintiff 
Krasnow and exhibits attached thereto; and (c) moved for 
leave to file interrogatories to be answered by Well Surveys, 
Inc., assignee of Neufeld, and by Lane-Wells Company, as¬ 
signee of Bender. 

42. In said interferences, on June 5, 1941, the Examiner 
of Interferences dismissed the aforesaid motion to dissolve 
and motion to take testimony, and denied the motions to file 
interrogatories. 

43. Thereafter on June 10,1941, plaintiffs filed their peti¬ 
tion with the defendant Commissioner of Patents, in person, 
asking that the aforesaid decision of the Examiner of Inter¬ 
ferences be reversed. 

44. On June 30, 1941, the (Assistant) Commissioner of 
Patents rendered his decision on the above mentioned peti¬ 
tion, 

(a) reversing the decision of the Examiner of Interfer¬ 
ences in dismissing the motion to dissolve and holding that 
the motion affords proper grounds for dissolution, if estab¬ 
lished by the record; but 

17 (b) affirming the decision (1) denying plaintiffs the 
right to present evidence in support of said motion, 

and (2) denying the right to file interrogatories. 
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Copies of said motion and of the decision thereon ar$ here¬ 
unto annexed. 

45. Accordingly, the defendant Commissioner of Patents 

holds that the matters raised on plaintiffs’ motion tjo dis¬ 
solve are proper grounds for dissolution of the interference 
if supported by the record, and at the same time denies 
plaintiffs the right to present evidence in support ofj their 
motion. ! 

46. Plaintiffs are, therefore, deprived of their rights and 

unjustly injured, are put to inordinate expense, and ai[e un- 
warrantedly delayed in obtaining a patent for their inven¬ 
tion, and cannot prevent infringement and unauthorized ex¬ 
ploitation of their invention. j 

Wherefore plaintiffs demand i 

I. That the defendant Commissioner of Patents be re¬ 

quired so to amend his said decision of June 30, 1941 ^s to 
permit the taking of testimony and the filing of interrjoga- 
tories in support of said motion to dissolve said interfer¬ 
ence. j 

II. That the defendant Commissioner of Patents be di¬ 
rected to set times for the taking of testimony in support of 
plaintiffs motion to dissolve said interference. 

III. That the defendant Commissioner of Patents b^ di¬ 
rected to grant plaintiffs leave to file their interrogatories in 

said interferences. 

18 IV. That the interferences be suspended pending 
a determination of this action. 

V. That plaintiffs have such other and further relief as 
is just. 

SOL SHAPPIRIO, 

Attorney for Plaintiffs. 

LAWRENCE KOENIGSBERGER, 

Of Counsel. 
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In the United States Patent Office. 

Before the Examiner of Interferences 
Interference No. 77,260 

Howell 

v. 

Neufeld 

V. 

Krasnow et al 

V. 

Bender 

19 Motion by Krasnow et al. for Interrogatories. 

Now comes the party Krasnow et al. by his attorney in 
the above-entitled case and moves that he be granted leave 
to file the interrogatories herein which are herewith ex¬ 
hibited to the Examiner of Interferences, said interroga¬ 
tories to be answered by an officer of Well Surveys, Inc., 
assignee of the Neufeld application involved in the above- 
entitled interference. 

The reasons for propounding the said interrogatories are: 

(a) the facts thereby sought to be elicited are peculiarly 
within the knowledge of the officers of Well Surveys, Inc.; 

(b) said facts and documents called for are material to 
the case of the moving party; the reissue application of 
John C. Bender purportedly assigned to Lane Walls Com¬ 
pany has been added to this interference after almost two 
years of interlocutory proceedings which included the Neu¬ 
feld application assigned to Well Surveys, Inc.; on behalf 
of Neufeld and his assignee the interference was vigorously 
contested on the ground of unpatentability of the issue but 

without success; after the party Neufeld failed to get 

20 a holding of unpatentability and after access to pre¬ 
liminary statements, the Bender reissue application 

was filed; that there is an identity of interest between the 
party Neufeld and his assignee Well Surveys, Inc. and the 
party Bender and his alleged assignee Lane Wells Com¬ 
pany; that by said actions Neufeld and his assignee and 
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Bender and his alleged assignee elected to contest this in¬ 
terference with the Neufeld case, contending Neufeld was 
the inventor of the subject-matter in issue; that by said 
motions those parties have elected to contest the interfer¬ 
ence on the basis of the Neufeld application; that the facts 
in support of the identity of interest are peculiarly within 
the knowledge of the officers of said assignee; that this is 
a matter which can be considered on interlocutory motion 
if the evidence in support thereof is of record; unless con¬ 
sidered on interlocutory motion it will not be considered at 
final hearing; it is, therefore, necessary that interrogatories 
be answered on the record at this time so that the matter 
may be before the Examiner for consideration on interlocu¬ 
tory motion, a motion to dissolve raising this ground hav¬ 
ing been filed concurrently herewith; that this is the only 
way in which the full evidence on the question involved can 
be placed of record and that unless obtained and place<(l of 
record in this way the party Krasnow et al. can have no full 
hearing on the question. The interrogatories to be an¬ 
swered are as follows: 

1. Does Well Surveys, Inc. own the entire right, title and 
interest in and to the Neufeld application Serial No. 161,- 
350, filed August 27, 1937? 

21 2. Has Lane Wells Company any license or other 

right under the invention of said Neufeld application 
Serial No. 161,350? 

3. If the answer to interrogatory No. 2 is in the affirma¬ 
tive, when was such license or other right given? 

4. If the answer to interrogatory No. 2 is in the affiripa- 
tive, is such license or other right exclusive? 

5. If the answer to interrogatory No. 2 is in the affiriiia- 
tive, was such license or other right defined in a written dbc- 
ument? 

6. If the answer to interrogatory No. 5 is in the affirma¬ 
tive, •where can such document be inspected? 

7. If the answer to interrogatory No. 5 is in the affirma¬ 
tive, produce such document. 
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8. If the answer to interrogatory No. 2 is in the affirma¬ 
tive but no written document defines said license or other 
right, state specifically the nature of the license or other 
right which was given. 

9. Has any individual or company affiliated or associated 
with Lane Wells Company any license or other right under 
the invention of said Neufeld application Serial No. 161,- 
350? 

10. If the answer to the preceding interrogatory is in the 
affirmative, who is such licensee or holder of such right? 

11. If the ansvrer to interrogatory No. 9 is in the affirma¬ 
tive, when was such license or other right given. 

12. If the answer to interrogatory No. 9 is in the affirma¬ 
tive, is such license or other right exclusive? 

22 13. If the answer to interrogatory No. 9 is in the 

affirmative, was such license or other right defined 
in a written document? 

14. If the answer to interrogatory No. 13 is in the affirma¬ 
tive, where can such document be inspected? 

15. If the answer to interrogatory No. 13 is in the affirma¬ 
tive, produce said document. 

16. If the answer to interrogatory No. 9 is in the affirma¬ 
tive but no written document defines said license or other 
right, state specifically the nature of the license or other 
right which was given. 

Respectfully submitted, 

1 (Signed) SOL SHAPPIRIO 

Associate Attorney for Krasnow et al. 
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In the United States Patent Office. 

Before the Examiner of Interferences j 
Interference No. 78,980 
Neufeld 

i 

V. 

Krasnow et al 

V. 

Bender 

| 

I 

23 Motion to Dissolve j 

Motion to Take Testimony 
Motion to Suspend. 

i 

Now comes Krasnow et al., party to this interference, by 
his attorney and moves to dissolve this interference fqr rea¬ 
sons identical with those in the concurrently filed motions 
in the companion parent interference No. 77,260. 

Krasnow et al. further moves to take testimony jierein 
in support of said motion to dissolve for reasons identical 
with those set forth in the motion to take testimony concur¬ 
rently filed in that interference No. 77,260 supported lj>y affi¬ 
davit therein and reference is respectfully made thereto. 
Krasnow et al. asks that this interference be suspended 
pending the taking of such testimony for reasons set! forth 
in the companion interference. 

Since the reasons and grounds are identical in the two 
cases, reference is made to the motions filed in that inter¬ 
ference No. 77,260 to avoid useless repetition. 

Respectfully submitted, 

(Signed) SOL SHAPPIRip 
Associate Attorney for Krasnow et al. 
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24 In the United States Patent Office 

Interference No. 77,260 
Before the Examiner of Interferences 

Howell 

v. 

Neufeld 

V. 

Krasnow et al. 

V. 

Bender. 

Motion by Krasnow et al. to Dissolve. 

Now comes the party Krasnow et al. in the above-entitled 
interference by his attorney and moves to dissolve said in¬ 
terference with respect to the party Bender on the grounds 
that the party Bender has no right to claim the issue in his 
reissue application and no right to contest priority of the 
issue in his reissue application because: 

(a) there was no inadvertence, accident or mistake on the 
part of Bender in his purported failure to make the claims 
constituting the issue of the interference, nor any sufficient 
excuse for filing his reissue almost two years after the grant 
of his original patent because continuously from December, 
1937 Bender and his purported assignee Lane Wells Com¬ 
pany had knowledge of the Krasnow et al. application Serial 
No. 137,380 involved in this interference and of the inven¬ 
tion being claimed therein by the said Krasnow et al., that 
count 1 of the interference issue is substantially the same 
as claim 13 as it stood in the Krasnow et al. application at 
the time of the disclosure to Bender and his alleged as¬ 
signee Lane Wells Company in the Fall of 1937; so that 
at the time that the original Bender application was pend¬ 
ing in the Patent Office before grant of his patent No. 

25 2,133,776 thereon, Bender and said Lane Wells Com¬ 
pany had knowledge of the Krasnow et al. applica¬ 
tion involved in this interference and of the inven- 
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tion being claimed therein including one of the subsequent 
counts of the interference issue; that with such knowledge 
of the Krasnow et al. application Bender deliberately can¬ 
celled from his then pending application all claims except 
those ultimately patented by him limited to apparatus afid 
method involving a source of primary radiation to cause 
absorption of said primary radiations in the material of 
the walls of the borehole and to emit secondary radiations 
therefrom and detecting such secondary radiations; that 
even after limiting his patent No. 2,133,776 in this way and 
with knowledge of the Krasnow et al. application and invsn- 
tion being claimed therein including the issue of the inter¬ 
ference, Bender and said Lane Wells Company did not file 
their application for reissue until October 4, 1940 and then 
only after motions to dissolve on the ground of unpatent¬ 
ability had been denied and not until after access to the 
Krasnow et al. preliminary statement had been obtained, all 
of which was available to Bender and said Lane Wells Com¬ 
pany prior to the filing of the Bender reissue application in 
view of the fact that Bender and said Lane Wells Company 
had the same attorneys as those prosecuting the Neufeld 
application which has been involved in this interference 
since its inception; 

(b) the said Bender and Lane Wells Company had elected 
to contest the interference issue on the basis of the applica¬ 
tion of the party Neufeld involved in this interference; pat 
during the interlocutory stages of this interference 
26 there has been an identity of interest between the taid 
party Neufeld and his assignee Well Surveys, Inc., 
and the said Bender and his alleged assignee Lane Wells 
Company; that all of said parties have been represented by 
the same attorneys; that actions to dissolve on the ground 
of unpatentability and other actions were taken by the (said 
Neufeld and his assignee with the knowledge and consent 
of Bender and said Lane Wells Company; that in view of 
the identity of interest of these several parties the contest 
of the interference by Neufeld and his assignee was an plec- 
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tion by Bender and Lane Wells Company and they treated 
Neufeld as the inventor of the subject-matter of the issue 
on which priority was to be contested; that having failed 
on their motions to dissolve on the ground of unpatentabil¬ 
ity and for the other reasons immediately above set forth, 
they cannot now contest priority on the basis of the Bender 
reissue application. 

Attention is called to the decisions in Latta et al. v. Mur¬ 
phy, 1915 C. D. 7, 8; and Emmet v. Fullagar, 1907 C. D. 322. 

An oral hearing is solicited. This motion is filed in good 
faith and not for purposes of delay and is believed to be 
well founded in law and fact. 

Respectfully submitted, 

(Signed) SOL SHAPPIRIO 

Associate Attorney for 
Krasnow et al. 

27 In the L T nited States Patent Office 

Before the Examiner of Interferences 
Interference No. 77,260 

Howell 

v. 

Neufeld 

v. 

Krasnow et al. 
v. 

Bender. 

Motion by Krasnoiv et al. to Take Testimony and to Suspend 

Interference. 

Now comes the party Krasnow et al. by his attorney in the 
above-entitled interference and moves that times for taking 
testimony be set to take testimony in support of the motion 
to dissolve filed concurrently herewith, said motion to be 
heard after said testimony has been taken and any hearing 
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on the motion to be suspended until testimony has been 
taken. 

It is necessary that such testimony be taken to be consid¬ 
ered in connection with the interlocutory motion in order! to 

* 

avoid a miscarriage of justice and to avoid an unconscion¬ 
able burden being thrown on the party Krasnow et al. wjith 
resultant irreparable injury. The questions raised in the 
concurrent motion to dissolve on the ground that there ^'as 
no inadvertence, accident or mistake justifying the Bencjler 
reissue application and that Bender and his alleged assignee 
Lane Wells Company elected to contest the interference on 
the Neufeld application are matters which may properly be 
considered on interlocutory motion. Latta et al. v. Murphy, 
1915 C. D. 7; Emmet v. Fullagar, 1907 C. D. 322. To con¬ 
sider those matters, however, requires evidence of the dis¬ 
closures by Krasnow to Bender and said Lane W^lls 
28 Company of the instantly involved Krasnow et j al. 

application to those parties in December, 1937. Un¬ 
less such evidence is considered in connection with the in¬ 
terlocutory motion to dissolve, the matters raised cannot 
thereafter be considered at final hearing. Daley v. Trube, 88 
F. (2d) 308, 24 C. C. P. A. 964; Bechtold v. Lanser, 82 F. 
(2d) 415, 23 C. C. P. A. 1051. So that a hearing on the in¬ 
terlocutory motion requires the submission of evidence in 
support of the facts on which said motion is based and [un¬ 
less evidence is considered in connection with said inteijloc- 
utory motion the party Krasnow «t al. will not be giv4n a 
full hearing on said interlocutory motion and will not be 
able to get that question considered at any time in the inter¬ 
ference. 

The testimony which it is proposed to take is the evidence 
of Mr. Shelley Krasnow one of the applicants in the Kras¬ 
now et al. application Serial No. 137,380 involved in this 
interference and the testimony which it is proposed to offer 
through him is as follows: that on December 5, 1937 he dis¬ 
closed to said Lane Wells Company the subject-mattelr of 
his application Serial No. 137,380 giving said Lane Wells 
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Company a copy of said application which copy they ac¬ 
knowledged on December 6,1937, and further, the drawings 
thereof were sent to said Lane Wells Company on Decem¬ 
ber 8,1937 and acknowledged by them on December 14,1937, 
which application and drawings were identical with the ap¬ 
plication as tiled in the United States Patent Office and 
which then included as claim 13 thereof a claim substantially 
identical with count 1 of the issue of the interference; 
29 letters and other documents bearing on those disclo¬ 
sures will be offered in evidence through the said wit¬ 
ness as well ai further evidence and documents showing 
that for sometime after December, 1937 said Lane Wells 
Company carried on negotiations with said Krasnow look¬ 
ing to a purchase of rights under said Krasnow invention 
and application; that further, evidence will be offered 
through said witness that there is an identity of interest 
insofar as patent rights are concerned with respect to the 
invention of the interference issue as between the party 
Xeufeld and his assignee Well Surveys, Inc. and the party 
Bender and said Lane Wells Company; that papers will be 
offered through the said witness in support of the identity 
of interest referred to and to establish that the identity of 
interest is of such character as to make these various par¬ 
ties have the same interest as that which flows from com¬ 
mon ownership. 

That an affidavit bv the said Mr. Krasnow is attached 
hereto supported by some of the documentary evidence 
which it is proposed to offer through said witness and which 
is only part of the documents in support of the evidence 
referred to above but which is sufficient to show that such 
testimony is pertinent and supports the averments of this 
motion. 

That unless testimony is taken at this time in support of 
the interlocutory motion and to be considered in connection 
with any decision thereon, the party Krasnow et al. is re¬ 
fused a full and complete hearing on the questions involved 
and that once the interlocutory period passes without a 
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consideration of such evidence it cannot later be considered 
in the inter partes proceedings. 

30 It is accordingly requested that times be set for 
the taking of testimony in connection with said mo¬ 
tion and that any hearing on motions be suspended until 
such testimony has been taken. It is further requested that 
all proceedings in this interference be suspended pending a 
determination of this motion to take testimony. 

This motion is filed in good faith and not for purposes of 
delay and is believed to be well founded in law and fact 

Respectfully submitted, 

(Signed) SOL SHAPPIRIO 

Associate Attorney for Krasnow et al. 

31 In the United States Patent Office. J 

Before the Examiner of Interferences 

Interference No. 77,260 

Howell j 

v. 

Neufeld 

y 

v * 

Krasnow et al. 

V. 

Bender. 

Motion by Krasnow et al. For Interrogatories. 

Now comes the party Krasnow r et al. by his attorney in 
the above-entitled case and moves that he be granted leave 
to file the interrogatories herein which are herewith ex¬ 
hibited to the Examiner of Interferences, said interroga¬ 
tories to be answered by an officer of Lane Wells Company, 
alleged assignee of the reissue application of John C. Ren¬ 
der involved in the above-entitled interference. 
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The reasons for propounding the said interrogatories 
are: 

(a) the facts thereby sought to be elicited are peculiarly 
within the knowledge of the officers of Lane Wells Com¬ 
pany; 

(b) said facts and documents called for are material to 
the case of the moving party; the reissue application of 
John C. Bender purportedly assigned to Lane Wells Com¬ 
pany has been added to this interference after almost two 
years of interlocutory proceedings which included the Xeu- 
feld application assigned to Well Surveys, Inc.; on behalf 
of Xeufeld and his assignee the interference was vigorously 
contested on the ground of unpatentability of the issue but 

without success; after the party Xeufeld failed to get 
32 a holding of unpatentability and after access to pre¬ 
liminary statements, the Bender reissue application 
w*as filed; that there is an identity of interest between the 
party Xeufeld and his assignee Weil Surveys, Inc. and the 
party Bender | and his alleged assignee Lane Wells Com¬ 
pany; that by said actions Xeufeld and his assignee and 
Bender and his alleged assignee elected to contest this in¬ 
terference witji the Xeufeld case, contending Xeufeld was 
the inventor of the subject-matter in issue; that by said 
actions those parties have elected to contest the interfer¬ 
ence on the basis of the Xeufeld application; that the facts 
in support of the identity of interest are peculiarly within 
the knowledge of the officers of said assignees; that this is 
a matter which can be considered on interlocutory motion if 
the evidence in support thereof is of record; unless consid¬ 
ered on interlocutory motion it will not be considered at 
final hearing; it is, therefore, necessary that interroga¬ 
tories be answered on the record at this time so that the 
matter may be before the Examiner for consideration on 
interlocutory motion, a motion to dissolve raising this 
ground having;been filed concurrently herewith; that this 
is the only way in which the full evidence on the question 
involved can b^ placed of record and that unless obtained 
and placed of record in this way the party Krasnow et al. 




can have no full hearing on the question. The interroga¬ 
tories to be answered are as follows: 

1. Does Lane Wells Company own the entire right, title 
and interest in and to the Bender reissue application Serial 
No. 359,816, filed October 4, 1940? 

33 2. Has Well Surveys, Inc. any license or other 

right under the invention of said Bender Reissue 
application Serial No. 359,816? 

3. If the answer to interrogatory No. 2 is in the affirma¬ 
tive, when was such license or other right given? 

4. If the answer to interrogatory No. 2 is in the affirma¬ 
tive, is such license or other right exclusive? 

5. If the answer to interrogatory No. 2 is in the affirma¬ 


tive, was such license or other right defined in a written 
document ? 

6. If the answer to interrogatory No. 5 is in the affirma¬ 
tive, where can such document be inspected ? 

7. If the answer to interrogatory No. 5 is in the affirma¬ 
tive, produce said document. 

8. If the answer to interrogatory No. 2 is in the affirma¬ 
tive but no written document defines said license or other 
right, state specifically the nature of the license or other 
righ'. which was given? 

9. Has any individual or company affiliated or associated 
with Well Surveys, Inc. any license or other right under 
the invention of said Bender Reissue application Serial 
No. 359,816? 

10. If the answer to the preceding interrogatory is id the 
affirmative, who is such licensee or holder of such right ? 

11. If the answer to interrogatory No. 9 is in the affirma¬ 
tive, when was such license or other right given? 

12. If the answer to interrogatory No. 9 is in the affirma¬ 


tive, is such license or other right exclusive? 

34 13. If the answer to interrogatory No. 9 is in the 

affirmative, was such license or other right defined 
in a written document? 

14. If the answer to interrogatory No. 13 is in the affirdia- 
tive, where can such document be inspected? 
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15. If the answer to interrogatory No. 13 is in the affirm¬ 
ative, produce said document. 

16. If the answer to interrogatory No. 9 is in the affirma¬ 
tive but no written document defines said license or other 
right, state specifically the nature of the license or other 
right which was given? 

Respectfully submitted, 

(Signed) SOL SHAPPIRIO 
Associate Attorney for Krasnow et at. 

35 In the United States Patent Office 

Before the Examiner of Interferences 
Interference No. 77,260 

Howell 

v. 

Neufeld 

V. 

Krasnow et al. 
v. 

Bender. 

Affidavit of Shelley Krasnow. 

District of Columbia: ss: 

Shelley Krasnow being duly sworn, deposes and says that 
he is one of the applicants named in application Serial 
No. 137,3S0 involved in interference No. 77,260; that he has 
read and is familiar with the motion to dissolve and the mo¬ 
tion to take testimony filed concurrently herewith; that the 
facts set forth therein are believed to be true; that on De¬ 
cember 5, 1937 he turned over to Lane Wells Company a 
copy of his application Serial No. 137,380 as filed in the 
United States Patent Office, that on December 8, 1937 he 
mailed to said Lane Wells Company copies of the drawings 
of said application; that on December 6, 1937 said Lane 
Wells Company acknowledged receipt of said application 
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and on December 14, 1937 acknowledged receipt of Said 
drawings; that the photostat copies of letters dated Decem¬ 
ber 6, 8 and 14,1937 are photostat copies of the letters shew¬ 
ing transmissal and receipt of said application and draw¬ 
ings ; that other letters and documents are available in fur¬ 
ther support of the disclosures and negotiations in wl|ich 
Lane Wells Company sought to purchase rights under his 
application and invention aforesaid; that personal confer¬ 
ences were held with various officers and represeiita- 

36 tives of Lane Wells Company in connection with tjhis 
matter including M. E. Montrose, R. W. Lohman, |W. 

T. Wells and others, which conversations support the niat- 
ters set forth in said motions; that statements have been 
made from time to time by Well Surveys, Inc. and Lane 
Wells Company showing a common identity of interest in 
the invention covered by the counts of the interference issue. 

(Signed) SHELLEY KRASNOW 

Subscribed and sworn to before me this 20th day of May, 
1941. 

(Signed) CHARLES J. AYERS, JR. 

(Seal) Notary Public, D. C. 

37 Lane-Wells Company 

Oklahoma City, Okla. 
December 6, 1937 

Mr. Shelley Krasnow, 

Geophysical Instrument Company, 

Washington, D. C. 

Dear Mr. Krasnow: 

This will acknowledge the carbon copy made of the np- 
plied-for patents which you loaned us on Sunday evening, 
December 5, covering methods and apparatus on measur¬ 
ing radio activity and method and apparatus for making 
physical measurements with the use of vibration detec :or 
mediums. 
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We are returning your copies herewith and will acknowl¬ 
edge the receipt of drawings in like manner when they are 
delivered to us. 

Thanking you for your courtesy and cooperation in this 
matter, we are 

Yours very truly, 

LANE-WELLS COMPANY, 

By. M.E. MONTROSE, 

District Manager. 

38 Tulsa, Oklahoma 

December 8,1937 

Mr. M. E. Montrose 
Lane-Wells Company 
2 N. W. 10th Street 
Oklahoma City, Okla. 

Dear Sir: 

This letter follows your letter of the 6th, and also our 
conversation of the same date. 

You will find enclosed, photostatic copies of the drawings 
relating to the two sets of patent specifications left with 
you. You will recall that both of the specifications related 
to well-surveying instruments. Except for the omission 
of the signatures of inventors and attorney, these drawings 
represent the complete set as filed in the U. S. Patent Office. 
We shall be glad to have you acknowledge receipt of the 
drawings. 

It is of course, expected that you will hold both the speci¬ 
fications and drawings in the strictest confidence. 

As promised, we shall mail you copies of all the patents 
which have been cited by the Patent Office thus far in the 
prosecution of both cases. 

A recent letter from the writer’s office states that we now 
have a laboratory set-up of very high sensitivity, with 
which we can measure the natural radioactivity of petro¬ 
leum samples. We suggest that you send us small samples 
of about an ounce, via airmail, from different parts of this 
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country. These samples should be sent as soon as possible 
after collection. It may be that they will exhibit sufficient 
radioactivity to satisfy us, even after the delay in removal 
from the well. If they do not, we shall be forced to take test 
measurements in the actual wells. 

Your comments and cooperation will be welcome. 

Very truly yours, J 

GEOPHYSICAL INSTRUMENT COMPANY, 
By SHELLEY KRASNOW 

39 Lane-Wells Company 

Oklahoma City, Okjla. 
December 14, 1937 

Mr. Shelley Krasnow, 

Geophysical Instrument Company, 

Washington, D. C. 

Dear Mr. Krasnow: 

This will acknowledge the receipt of the photostat copies 
of un-numbered drawings which you sent me from Tul^a. 

Thanking you for your prompt attention in this matter, 
we are 

Yours very truly, 

LANE-WELLS COMPANI| 

By. M. E. MONTROSE, 

District Manager, 

MEM/hm 

cc: W. G. Lane, 

Los Angeles, Calif. 
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40 EMG 

Department of Commerce 

United States Patent Office 
Washington 

Jun 30 1941 

In re Interference Xo. 77,260, Howell v. Neufeld v. Kras- 
now and Cnrtiss v. Bender, Method and Apparatus for 
Measuring Radioactivity. 

In re Interference Xo. 78,9S0, Xeufeld v. Krasnow and Cur¬ 
tiss v. Bender, Subsurface Prospecting Device. 

Petition. 

Krasnow et al have filed a petition requesting a reversal 
of the action of the examiner of interferences in dismissing 
their motion to dissolve, filed May 21, 1941, and their mo¬ 
tion to take testimony, and in denying their motion for in¬ 
terrogatories. 

The motion to dissolve alleges that the counts are unpat¬ 
entable in Bender’s reissue application because the failure 
to include them in his patent was not due to inadvertence, 
accident or mistake, and because an election not to prose¬ 
cute the counts in the Bender application has been made. 
These contentions, if they can be established from the rec¬ 
ord, afford proper grounds for dissolution and, in view of 
the authorities cited by the petitioner, this motion should 
have been set for hearing. 

In the other two motions refused by the examiner of in¬ 
terferences the petitioner seeks to adduce evidence to show 
that the counts are unpatentable to Bender. It is well set¬ 
tled that motions for dissolution cannot be based upon affi¬ 
davits or testimony. (Horton v. Leonard, 155 0. G. 305, 
1910 C. D. 81; Dunn v. Douglass, 184 O. G. 804, 1912 C. D. 
360; Davis v. Swift, 96 O. G. 2409; Cory et al v. Blakey, 115 
O. G. 1328,1905 C. D. 116.) As stated in the last-cited deci¬ 
sion “Interlocutory motions are not permitted upon ques¬ 
tions requiring the taking of proofs.” The petitioner’s 





arguments have been carefully considered but no reason is 
found for making an exception to this settled practice in 
the present case. 

The petition is granted to the extent that the examiner 
of interferences is directed to set a hearing on tne mo- 
41 tion to dissolve filed by Krasnow et al on May 21, 
1941. In all other respects the petition is denied. 

(Signed) HENRY VAN ARSDALE 
Assistant Commissioner. 
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Motion to Dismiss 


Now comes Conway P. Coe, Commissioner of Pajtents, 
the defendant herein, and moves the Court to dismiss the 
complaint on the ground that the action sought to b<^ con¬ 
trolled is a discretionary action by him in the conduct of 
interference proceedings and, as such, cannot be controlled 
by injunction. 

An oral hearing is requested. 

W. W. COCHRAN | 

Solicitor, United States F\atent 
Office Attorney for Defendant. 

August 14, 1941. 


43 Order 

This cause came on for hearing on motion by defendant 
to dismiss the complaint and thereupon upon consideration 
thereof it is this 5th day of November, 1941, 

Ordered that the motion be and it is hereby sustained, 
that the complaint be and it is hereby dismissed, and| that 
plaintiffs are granted twenty (20) days from the | date 
hereof to amend the complaint. 

BOLITHA J. LAWS j 
Justice. 

Approved As To Form: 

SOL SHAPPIRIO 
Attorney for Plaintiffs. 
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44 Amendment to Complaint. 

By leave of Court, the plaintiffs hereby amend their com¬ 
plaint herein by striking therefrom Paragraphs numbered 

45 and 46, and inserting in lieu thereof the following: 

45. The questions raised on plaintiff’s motion for dis¬ 
solution are questions of fact, and require the production 
of evidence not of record in the United States Patent Office. 

46. The record to which the defendant Commissioner of 
Patents by his decision and order of June 30, 1941 limits 
the consideration of the motion for dissolution consists only 
of formal papers filed in the Patent Office, limited to 

(I) The now pending interference record consisting of 

(a) Formal papers filed before the Bender reissue ap¬ 
plication and its inclusion in the interference, namely: 

(1) The Howell application file, referred to in Paragraph 
6 of this complaint. 

(2) The Krabnow et al. application file, referred to in 
Paragraph 2 of this complaint. 

(3) The Xeufeld application file, referred to in Para¬ 
graph 4 of this complaint. 

(4) Preliminary statements (statements under oath) by 
Howell, Krasnow et al. and Neufeld, as to the dates of their 
respective inventions, referred to in Paragraph 7 of this 

complaint. 

45 (5) Motions by Howell, Krasnow et al. and Neu¬ 

feld, referred to in Paragraphs 8 and 9 of this com¬ 
plaint. 

(6) Decisions on and in connection with said motions, re¬ 
ferred to in Paragraphs 10,11,12,13,14 and 15 of this com¬ 
plaint. 

(b) Formal papers filed after Bender’s reissue applica¬ 
tion and its inclusion in the interference, namely: 

(1) The Bender patent file, referred to in Paragraph 16 
of this complaint. 

(2) The Bender reissue application file, referred to in 
Paragraph 16 of this complaint. 
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(3) Bender’s preliminary statement (statement under 
oath) as to Bender’s dates of invention, (not yet accessible 
to Krasnow et al.) 

(4) Motions by Krasnow et al. attacking the Bended re¬ 
issue application including that referred to in Paragraph 
41 of this complaint and other motions by Krasnow et al. 
not involved here. 

(II) General records of the Patent Office, namely: 

(a) File records of all other patents. 

(b) Scientific and technical publications. 

47. Such record contains none of the evidence on which 
plaintiffs must rely to establish the facts in support of their 
motion for dissolution, nor have plaintiffs ever had an op¬ 
portunity to present such evidence, as the Patent Office 
record was made prior to the questions being raised on the 
motion for dissolution; and such evidence will not become 
a part of the record unless the plaintiff is permitted to in¬ 
troduce it in the form of affidavits, depositions or other 
evidence not otherwise of record. 

Said record does, however, as part of the Bender rei ssue 
application file, contain the affidavit of the said Bender, 
attached to his application for reissue, that the errors in 
his specifications on his original application for patent, 
which rendered said patent inoperative, arose :rom 
46 inadvertence, accident or mistake, and without any 
fraudulent or deceptive intention on his part. Among 
the grounds of the motion to dissolve the interference is 
that there was no inadvertence, accident or mistake in the 
original Bender application. The defendant, by his order 
of June 30,1941, has held that he will not consider affidavits 
filed on behalf of the plaintiff in support of said motion. 
Unless the plaintiffs are permitted to support their motion 
by proof other than record proof, said ex parte statement of 
the said Bender will be conclusively presumed to be true. 

48. Under the settled practice of the Patent Office and 
under the law as decided in a number of court decisions 
hereinafter in this paragraph referred to, the question of 
whether there was inadvertence, accident or mistake, or 
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fraud or deceptive intention in the original Bender appli¬ 
cation will not, and cannot properly be considered at any 
stage of the interference except on motion to dissolve the 
interference. The term “interlocutory” as used in the de¬ 
fendant’s decision of June 30, 1941, in so far as it applies 
to the questions raised in the motion to dismiss, means in¬ 
termediate only as to time, and does not mean that the ques¬ 
tion of inadvertence, &c., or fraud, &c. will be considered at 
final hearing. These questions will not be considered at 
final hearing nor on any appeal from the decision on final 
hearing. 

The decisions hereinabove referred to are the following: 

Ellis v. Maddox, 96 F. (2d) 308; 25 C. C. P. A. (Pats.) 
1045: 

Ackerman v. Light, 96 F. (2d) 304; 25 C. C. P. A. (Pats.) 
1078; 

Norling v. Hayes, 37 App. D. C. 160; 

Earles v. Gomber, (App. D. C. 1921), 273 Fed. 353; 

Bechtold v. Lanser, 82 Fed. 415; 23 C. C. P. A. (Pats.) 
1051. 

49. No evidence on the question of inadvertence, &c., or 
fraud, &c., will be considered by the defendant after there 
has been a decision of those questions on the pending mo¬ 
tion for dissolution. 

Plaintiff’s sole opportunity to have any evidence consid¬ 
ered on these questions is by placing such evidence of rec¬ 
ord before there is any determination of the motion for 
dissolution. 

47 50. Accordingly, the defendant Commissioner of 

Patents holds that the matters raised on plaintiffs’ 
motion to dissolve are proper grounds for dissolution of 
the interference if supported by the record, and at the same 
time denies plaintiffs the right to present evidence in sup¬ 
port of their motion. 

51. Plaintiffs are, therefore, deprived of their rights and 
unjustly injured, are put to inordinate expense, and are 
unwarrantedlv delayed in obtaining a patent for their in- 
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vention, and cannot prevent infringement and unauthorized 
exploitation of their invention. 

SOL SHAPPIRIO 

• • * * • • • • * • 

LAWKENCE KOENIGSBERGER 
Attorneys for Plaintiffs. [ 

• • • * • • • • • | • 

48 Motion to Dismiss 

Now comes Conway P. Coe, Commissioner of Patents, 
the defendant herein, and moves the Court to dismiss the 
amended complaint on the ground that the action sought 
to be controlled is a discretionary action by him in the con¬ 
duct of interference proceedings and, as such, cannot be 
controlled by injunction. 

An oral hearing is requested. 

W. W. COCHRAN 
Solicitor, United States Patent 
Office Attorney for Defendant. 

December 1, 1941. 

49 Geophysical, Development Corp. et al. 

v. 

Coe. 

Civil Action No. 12170. 

Interferences are declared solely for the purpose of de¬ 
termining priority of invention. If the plaintiff can show 
priority of invention he will be entitled to a patent, if he 
is the first inventor and otherwise complies with the 'aw. 
This right will not be defeated by any action of the Patent 
Office in allowing a reissue of the opponent’s patent. The 
procedure of the Patent Office in passing upon this ques tion 
of reissue is one within the discretion of the Commissioner, 
and it does not appear that the practice adopted in this 
interference of not permitting proof to be taken on 
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the question of good faith of the applicant for reissue 
other than his affidavit is contrary to the usual practice. 

Even if the court had power to interfere in the action 
of the Commission in this case (which is solely an interme¬ 
diate step in the proceedings) I cannot see that the plaintiff 
can be irreparably injured. As said before if the 

50 plaintiff can show priority of invention he will be 
entitled to a patent. 

The motion to dismiss his complaint is sustained. 

BAILEY 

J 

• ••••••••• 

51 Order 

This action came on for hearing at this term on motion 
by defendant to dismiss the amended complaint and there¬ 
upon upon consideration thereof it is this 11th day of Feb¬ 
ruary, 1942 

Ordered that the motion be and it is hereby sustained, 
and that the amended complaint be and it is hereby dis¬ 
missed. 

JENNINGS BAILEY 
Justice. 

Approved As To Form: 

SOL SHAPPIRIO 
Attorney for Plaintiffs. 

53 Statement of Points Upon Which Appellant 

Intends to Rely on Appeal. 

1. The Court erred in dismissing the original complaint 

2. The Court erred in dismissing the amended complaint. 

I LAWRENCE KOENIGSBERGER, 
Attorney for Plaintiffs. 

• ••••••••• 
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In the United States Court of Appeals for the 
District of Columbia 

Appeal No. 8,209 

Geophysical Development Corporation—Shelley 
Krasnow, Leon F. Curtiss, appellants 

v. 

Conway P. Coe, Commissioner of Patents, appellee 

APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 

BRIEF FOR THE COMMISSIONER OF PATENTS 

INTRODUCTION 

This is an appeal from the judgment (38) 1 of the District 
Court dismissing the amended complaint (1 to 13, 34 to 37) 
brought by the appellants. The complaint sought the issuance 
of an injunction directing the Commissioner of Patents) to 
permit the taking, in an interference proceeding, of testimony 
for the purpose of showing that an opposing party, Bender, is 
not entitled to a reissue patent containing the claims in issue 
in the interference, and to grant appellants leave to file inter¬ 
rogatories relative to this matter. 

STATEMENT OF THE CASE 

The appellants, Krasnow and Curtis, as joint applicants 
for a patent, are involved in an interference proceeding with 

1 The numbers in parenthesis refer to pages of appellants’ appendix. 

( 1 ) 
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a party Bender, who is an applicant for a reissue of his patent, 
No. 2,133,776. It is the contention of the appellants that 
Bender's failure to obtain claims corresponding with the in¬ 
terference counts, in his patent as originally issued, was not 
due to inadvertence, accident, or mistake, and that Bender is, 
therefore, not entitled to a reissue patent containing such 
claims. This contention was made the basis of a motion to 
dissolve the interference, and the appellants also requested 
leave to take testimony and to file interrogatories relative 
to this matter. The motion, so far as it could be established 

I 

by record evidence, was set for hearing, but appellants were 
denied the rigty to take testimony or to file interrogatories in 
support of the motion, and this denial was the occasion for 
the filing of the Bill of Complaint here involved. 

SUMMARY OF ARGUMENT 

1. Interferences are declared solely for the purpose of de¬ 
termining priority of invention and a party does not have an 
unqualified right to attack the patentability of the claims in 
issue to an opponent. 

2. The conduct of interlocutory proceedings in interferences 
is within the discretion of the Commissioner of Patents and his 
exercise of this discretion is not controllable by mandamus 
or injunction. 

ARGUMENT 

The appellants' brief appears to proceed on the assump¬ 
tion that the appellee, by moving to dismiss the amended 
complaint, has admitted everything which it contains. This, 
of course, is not the case. A demurrer or motion to dismiss 
admits only averments of facts which are well pleaded (Lyons 
v. Reiriecke , 10 F. (2d) 3; Finney v. Guy, 189 U. S. 335). It 
does not admit conclusions of law such as that “the original 
Bender patent was not defective and insufficient" nor such 
speculative predictions as that “no evidence on the question 
of inadvertence, etc., raised on appellants’ motion to dissolve 
in the interference will be considered by the defendant after 
there has been a decision on these questions on the pending 
motion for dissolution.” 
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The appellants’ argument seems to be based almost entirely 
on the proposition that a party to an interference has an in¬ 
alienable right to be heard on the question of whether or fnot 
the claims in issue are patentable to his opponents. Tfhis 
proposition is unsound. R. S. 4904 (U. S. C., Title 35, Sec. 52) 
provides that— 

Whenever an application is made for a patent which, 
in the opinion of the Commissioner, would interfere \^ith 
any pending application, or with any unexpired patent, 
he shall give notice thereof to the applicants or appli¬ 
cant and patentee, as the case may be, and shall direct 
a board of three examiners of interferences to proceed 
to determine the question of priority of invention 

R. S. 4905 (U. S. C. Title 35, Sec 53) provides that— 

The Commissioner of Patents may establish rules for 
taking affidavits and depositions required in cases 
pending in the Patent Office and such affidavits and 
depositions may be taken before any officer authorized 
by law to take depositions to be used in the courts of 
the United States or of the State where the officer res: des. 

It is quite apparent from these provisions that the only 
statutory duty with which the Commissioner of Patents is 
charged in an interference proceeding is the determination 
of priority. The manner in which such proceedings are to be 
conducted is left entirely to the discretion of the Commissioner. 
This fact is clearly stated in the following quotation from the 
decision of this Court in Allen, Commissioner of Patents, v. 
U. S. Ex Rel. Lowry, 26 App. D. C. 8: 

We cannot emphasize too strongly that, in our opinion, 
the statutes relating to interferences only provide that 
they shall be instituted for the sole purpose of determin¬ 
ing priority of invention. * * * The Commissioner 

of Patents, under the authority given to regulate the 
proceedings in the Patent Office, is clothed with power 
to regulate all interlocutory proceedings in interfer¬ 
ence cases by rules not inconsistent with law. If he 
deems it wise to provide, after the interference has once 
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been declared, for remanding the interference to the 
primary examiner for the purpose of an interlocutory 
hearing and determination of a motion to dissolve it 
for any reason which he considers may he in the inter¬ 
est of the public or the parties, we take it he has full 
power to do so, and that he may also provide that such 
motions may or may not in some or all respects be 
reviewed by the appellate tribunals of the Patent Office. 
(Emphasis added.) 

It is thus quite clear that the Commissioner was under no 
statutory duty qf making any provision whatever for the dis¬ 
solution of interferences. If he had so desired, he might have 
denied the parties the right of questioning in any way the 
patentability of the claims in issue to any party. However, 
in the interest of expediency and economy, and as the result of 
experience, it has been found advisable to dissolve an inter¬ 
ference if a party calls attention to some reason apparent on 
the record which shows that it was improperly declared. For 
this reason provision was made for motions to dissolve, and 
such motions frequently permit the parties and the Patent 
Office to avoid the expense and delay incident to the determi¬ 
nation of priority on an unpatentable issue. 

However, it is one thing to dissolve an interference when it 
appears on record evidence that it was improperly declared, 
and quite another thing to permit the parties to take testimony 
on an issue as to whether or not, for some reason having noth¬ 
ing to do with priority of invention, the claims in issue are 
unpatentable to one party. Testimony on such an issue might 
well equal or exceed in volume and cost the testimony neces¬ 
sary to determine priority of invention and, if the alleged un- 
patentability were not established, the issue of priority w’ould 
still remain to be determined. 

In view of these facts it has long been the settled practice of 
the Patent Office, in interferences which do not include a 
patent, not to delay the determination of priority in order 
to consider testimony or affidavits on an issue of patentability 
of the claims in issue to either party on grounds not related to 
priority {McKenzie v. Gillespie et al., 93 0. G. 2103,1900 C. D. 
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188; Barratt v. Swinglehurst, 144 0. G. 818, 1909 C. D. 121; 
Horton v. Leonard, 155 0. G. 305, 1910 C. D. 81; Dunn v. 
Douglass, 184 0. G. 804, 1912 C. D. 360; Schuler v. Barney v. 
Swartwout, 140 0. G. 509,1909 C. D. 42; Sullivan v. Thomson, 
94 0. G. 585, 1901 C. D. 21; Latham v. Force et al., 92 0. G. 
185, 1898 C. D. 1; Felbel v. Oliver, 92 0. G. 2339, 1900 C. D. 
150; Winton v. Jeffery, 112 0. G. 500, 1904 C. D. 386; Percy v. 
Martin, 328 0. G. 530, 1924 C. D. 94). The appellants have 
cited no case in which the taking of testimony on an issue not 
ancillary to priority was permitted. In Kinsman v. Strohm, 
1906 C. D. 481, the testimony related to the abandonment^ of 
an application which, as the Commissioner expressly stated, 
was “pertinent to the question of priority of invention.” It 
thus appears that the ruling of the Commissioner, which is 
complained of here, was in accordance with the settled prac¬ 
tice of the Patent Office over the past thirty (30) years. As 
was said by this Court in Allen v. Lowry, supra: 

* * * due regard should be given to a practice 

which admittedly has prevailed for more than twenty- 
five years, in proceedings of a judicial nature, even 
should there be a reasonable doubt in the mind of the 
court as to the proper construction to be placed upon 
a statute. 

The appellants appear to contend that the Patent Office is 
treating them unfairly in that, while it will consider their mo¬ 
tion to dissolve so far as it is based on record evidence, it will 
not allow them to present other kinds of evidence on this issue. 
This contention might have some force if the issue were ond on 
which they had a statutory right to be heard at all but, as was 
said by this Court in Allen v. Lowry, supra. 

In fact motions to dissolve are not the creature of any 
statute, but of the rules of the Patent Office. * * * 

We take it that the Commissioner could abrogate both 
Rules 122 and 124 without depriving the parties to an 
interference of any statutory right. If he has the right 
to make rules for interlocutory motions he certainly 
has the right to repeal them. 
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The Commissioner, therefore, would have been entirely 
within his rights in refusing any consideration whatever of 
questions such as were raised by the appellants’ motion, and 
requiring parties to proceed to an immediate determination of 
priority. Obviously, since he has the right to refuse to con¬ 
sider the question at all, he must have the right to prescribe 
the terms on which it will be considered and the character of 
evidence which will be admitted. Manifestly, the appellants 
can be in no worse position if allowed to base their motion on 
record evidence only than if they were not allowed to bring 
the motion at all. 

The Rules of Practice nowhere provide for a motion to dis¬ 
solve based on testimony or affidavits. Rule 122 provides for 
consideration of motions to dissolve which are found to be “in 
proper form”. It has been consistently held that such mo¬ 
tions. if based on affidavits or testimony, are not in proper 
form and will not be considered. This practice is of long 
standing and is based on what experience has showm to be the 
fairest and most expedient method of conducting interference 
proceedings. The present case presents no reason whatever 
for departing from this practice. 

It is well settled that injunction or mandamus will not lie 
to control the discretionary action of an officer. This rule 
was applied by this Court to the action of the Commissioner 
of Patents in regulating the conduct of interferences, in the 
recent case of Svensen v. Coe, 69 App. D. C. 359. In its deci¬ 
sion the Court said: 

The familiar rule that mandamus lies against an 
officer only when he is refusing to perform a plain duty 
has been applied not only by this court but by the Su¬ 
preme Court in proceedings against the Commissioner 
of Patents. This court has repeatedly refused to regu¬ 
late his conduct of interference proceedings. “His dis¬ 
cretionary action in this respect cannot be controlled by 
mandamus or injunction.” His decision to hold public- 
use proceedings canot be so controlled. His decision 
not to hold them is on the same footing. 
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The appellants emphasize the allegation that their motion 
to dissolve represents the only opportunity which they will be 
given to question Bender’s right to a reissue. This is Pot 
necessarily true since Rule 126 provides that the board |of 
interference examiners, if they find evidence of the existence 
of a bar to the grant of a patent to either party, may call the 
matter to the attention of the Commissioner, who may direct 
that it be considered. Moreover, the question may be consid¬ 
ered in an action under R. S. 4915 arising out of an interference 
(Radtke Patents Corporation et al. v. Coe et al, 122 F. (2d) 
937). 

However, as has already been indicated, it is immaterial 
whether or not appellants will ever have another opportunjty 
of raising this question, since they are not, as a matter of 
right, entitled to be heard on it at all. The appellants ^re 
applicants for patent and were placed in interference in order 
that they might establish, if they can, that they are the fijrst 
inventors of the subject matter there in controversy. If tfcfey 
can establish this, they will be entitled to a patent whether 
or not Bender is barred from obtaining a reissue; if they can¬ 
not establish it, they will not be entitled to a patent ever if 
Bender is so barred for the reasons alleged by them. As was 
said by this Court in Marx v. Brown, 57 App. D. C. 177: 

Whether the successful party subsequently receives 
a patent is of no concern to the defeated party, he having 
been eliminated from the case. The Commissioner of 
Patents, as we heretofore have observed, represents the 
public, of which the defeated party is a member 
nothing more. 

The lower court, in the present case, also pointed out 
the appellants can sustain no irreparable injury through 
failure of the Patent Office to consider their proposed 
and interrogatories. The following portion of Justice 
opinion is pertinent to this matter: 

Interferences are declared solely for the purpose of de¬ 
termining priority of invention. If the plaintiff can 
show priority of invention, he will be entitled to a pat- 
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ent; if he be the first inventor and otherwise complies 
with the law. This right will not be defeated by any 
action of the Patent Office in allowing a reissue of the 
opponent’s patent. * * * Even if the Court had 
power to interfere in the action of the Commissioner in 
this case (which is only an intermediate step in the 
proceedings) I cannot see that the plaintiff can be irrep¬ 
arably damaged. As said before, if the plaintiff can 
show priority of invention he will be entitled to a patent. 

The appellants, therefore, are not entitled to attack Bender’s 
right to reissue his patent, except so far as it is advisable to 
permit such an attack in the interest of expediting the 
interference. In accordance with the settled practice, this 
exception does not include permission to take testimony or file 
affidavits on this question. 

CONCLUSION 

It is submitted that the lower court properly dismissed the 
Bill of Complaint as seeking to regulate an official action which 
is purely discretionary, and that its judgment should, therefore, 
be affirmed. 

Respectfully submitted. 

W. W. Cochran, 

Solicitor , U. S . Patent Office, 

Attorney for Appellee. 

E. L. Reynolds, 

of Counsel 

June 1942. 
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v. 

Conway P. Coe, Commissioner of Patents, Appellee. 

Appeal from the District Court of the United States for the 

District of Columbia. 


REPLY BRIEF FOR APPELLANTS. 

SUMMARY OF THE ARGUMENT. 

1. The propriety of the declaration of an interferenele is 
a matter that must be decided on motion before priority can 
be determined. 

2. Motions to dissolve an interference are not limited to 
the record. 

3. Motions to dissolve an interference may be based on 
affidavits or testimony. 
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ARGUMENT. 

1. The Propriety of the Declaration of an Interference is a 
Matter that Must Be Decided on Motion Before Pri¬ 
ority Can Be Determined. 

The sole issue involved on this appeal is the arbitrary 
refusal of appellee to permit appellants to introduce evi¬ 
dence in support of their motion for dissolution to show 
that Bender Was erroneously included as a party to the 
interference. That issue is not directly concerned with Ben¬ 
der's right to a patent. 

Appellee ordered a hearing on appellants’ motion to dis¬ 
solve, as affording proper grounds for dissolution if the 
contentions in such motion can be established; but in so 
doing arbitrarily limited appellants to the record. Despite 
that, appellee in his brief (page 7) contends appellants 
“are not, as a matter of right, entitled to be heard on it at 
all.” But thelvery purpose of the motion for dissolution is 
to test the propriety of the declaration of the interference. 

As stated by the Commissioner of Patents in Jarvis v. 
Quincy, 113 0. G. 550; 1904 C. D. 471: 

“The questions presented on motions to dissolve do 
not relate in any way to the question of priority of in¬ 
vention. They merely relate to questions as to whether 
or not the interference should continue, and conse¬ 
quently whether or not there is such an interference 
between the respective applications as to warrant the 
determination of the question of priority of invention 
under the provisions of section 4904, Revised Statutes.” 

In Carlin v.i Goldberg, 45 App. D. C. 540, 545, this Court 
said: 

“The statute reposes in the Commissioner of Patents, 
without right of appeal, the authority of declaring an 
interference, and if, upon motion to dissolve it subse¬ 
quently becomes apparent that such an interference 
should* not have been declared, there is no reason why 
the interference should not be terminated by the same 
authority that granted it, without right of appeal from 
his decision.” 
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Again in Elsom v. Bonner and Golde, 46 App. D. C. 
233, this Court noted that: 



“Priority of invention is the single issue in an in¬ 
terference. The motion to dissolve is permitted for (the 
purpose of testing the propriety of the declaration or an 
interference.” 


It is only by a hearing of appellants’ motion for dissolu¬ 


tion that the propriety of the declaration of interference 
with Bender can be determined. But any such hearing is a 
nullity unless appellants are permitted to introduce evidence 
in support of their contentions. 

To limit the consideration to a record which was made up 
before the issue was raised on the motion to dissolve, is ar¬ 
bitrary action. The appellee might just as well have said 


that he would limit the consideration to the evidence that 


happens to be on the desk before him, or in a suitcase in his 
locker. 

We are not seeking to control appellee’s discretion in the 
declaration of an interference nor in the making of rules to 
govern their conduct. The interference has been declared, 
and a hearing on the motion to dissolve has been ordered 
by appellee. Cases like Svenson v. Coe , 69 App. D. C. 359, 
and Allen v. Lowry. 26 App. D. C. 8, are therefore, no": in 
point. 

The argument on behalf of the Commissioner stresses the 
fact that Rule 122 was promulgated by him and can be re¬ 
pealed by him. His argument seems to be that as a corol¬ 
lary of these circumstances he is at liberty to disregard the 
rule or, at least, that his interpretation thereof can nol; be 
questioned. 

The theory is fallacious. The rules are not promulgated 
by the Commissioner upon his sole authority, but only with 
the approval of the Secretary of Commerce (35 U. S. C., 
Sec. 6), from which it would seem to follow that they Can¬ 
not be repealed or modified without such approval. Ajdde 
from this, however, the rules when enacted have the firce 


i 
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of law and are binding upon the Commissioner equally as 
well as upon applicants for patents. 

Broadivell v. Long, 36 App. D. C., 418, 423. 

Melt v. Mid gleg, 31 App. D. C., 534, 537. 

Avery v. Chase , (C.C.P.A.) 101 F. (2d) 205, 212 
(cert. den. 307 U. S. 638). 

When, therefore, a hearing is ordered under Rule 122, the 
Commissioner is without power to prescribe arbitrary lim¬ 
its as to the scope and nature of such hearing so as to pre¬ 
vent such hearing from being a hearing in the true sense of 
the term. 

As was argued by Mr. Felix (now Supreme Court Justice) 
Frankfurter and quoted with approval by the Court in 
Colyer v. Sfc effing ton, 265 F. 17, 48 

“Now, if there is one thing that is established in the 
law of administration, I take it that it is that a rule 
cannot be repealed specifically to affect a case under 
consideration by the administrative authorities; that 
is, if there is an existing rule which protects certain 
rights, it violates every sense of decency, which is the 
very heart of due process, to repeal that protection, 
just for the purpose of accomplishing the ends of the 
case which come before the administrative authority.” 

As to the binding effect of departmental regulations, see 
also 

Sibray v. United States ex rel. Plichta, 282 F. 795, 
798 

United States ex rel. Ohm v. Perkins, 79 F. (2d) 533, 
534. 

On the real issue involved on this appeal there can be no 
doubt that the appellee’s position is contrary to law under 
the decisions in the Interstate Commerce Commission cases 
referred to on page 11 of appellants’ brief. The Interstate 
Commerce Commission acts under a statutory authority to 
regulate its proceedings quite similar to that given the Com¬ 
missioner of Patents. 

* Reversed on other grounds in 277 F. 129. 
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Title 49 U. S. C., Section 17, provides inter alia : 

“(1) The commission may conduct its proceedings 
in such manner as will best conduce to the proper dis¬ 
patch of business and to the ends of justice * # *. T(ie 
commission may, from time to time, make or ameijid 
such general rules or orders as may be requisite for t)ie 
order and regulation of proceedings before it, or before 

anv division of the commission * * V’ 

•> 

The authority of the commission to establish regulations 
to govern proceedings before it may be considered with the 
comparable authority given under the statute (35 U. S. C. 
6) to the Commissioner cf Patents, subject to the approval 
of the Secretary of Commerce, from time to time to estab¬ 
lish regulations not inconsistent with law, for the conduct of 
proceedings in the Patent Office. 

And in the cited cases, the Supreme Court of the United 
States has said that the refusal of the Commission to per¬ 
mit the introduction of evidence at a hearing on a question 
properly before it is an abuse of authority which the Court 
will correct. Clearly the same considerations apply in the 
instant case and the refusal of the appellee to permit the 
introduction of evidence on questions on which the appellee 
has ordered there should be a hearing and decision, is con¬ 
trary to law* and a denial of the fundamental rights of ap¬ 
pellants. 

It is startling to hear appellee contend that it is imm a¬ 
terial whether or not appellants have an opportunity to 
have this question considered on the basis of evidence. Such 
a contention evidences a disregard of fundamental legal re¬ 
quirements. Appellee attempts to excuse that position by 
various expedients, such as the reference to Rule 126 of the 
Patent Office. But that Rule merely provides that the tri¬ 
bunals of the Patent Office in passing on the issue of prior¬ 
ity may direct the attention of the Commissioner to any 
matter which in their opinion amounts to a statutory l^ar 
to the grant of patent to either of the parties on the claim 
or claims in the interference. By its very terms the Rule 
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gives no rights to the parties in the interference. Elsom v. 
Bonner et al., 46 App. D. C. 230, 235. 

But, if Rule 126 were applicable, appellee by denying 
appellants the right to present evidence in support of their 
motion, would make it impossible for any Patent Office tri¬ 
bunal to make any recommendation later, on the evidence 
thus excluded by appellee’s action. 

Nor is Radfkl Patents Corporation et al v. Coe et al., 122 
F. (2d) 937: 74 App. D. 0. 251, in point. That case did not 
hold that the question of the right to make a claim could be 
decided in a proceeding under R. S. 4915, but held that the 
question of patentability of the issue over prior art may be 
considered in such a proceeding. 

2. Motions to Dissolve an Interference Are Not Limited to 

the Record. 

Motions to dissolve an interference under Rule 122 are 
not limited to reasons apparent on the record. 

For example, a motion to dissolve an interference deny¬ 
ing the patentability of an applicant’s claim is one of the 
provisos of Rule 122 and may be supported by any printed 
publication that exists anywhere in the world. A printed 
catalog in the form of a publication in England for example, 
can be utilized as a basis for dissolution. Technical jour¬ 
nals published anywhere in the world may be and fre¬ 
quently have been utilized as a basis for dissolution (Appel¬ 
lant’s App. 35). 

Any printed publication although of foreign origin and 
even unknown to the applicant, can be used to negative pat¬ 
entability. Bdne v. Commissioners of Marion County, 251 
U. S. 134; Fleischman Yeast Co. v. Federal Yeast Co., 8 F. 
(2d) 186,197; Millett v. Allen, 27 App. D. C. 70, 76. 

Dissolution of an interference is by no means limited to 






7 


some reason apparent on the record which shows it was 
improperly declared. 

As stated by this Court in Lattig v. Dean, 25 App. D. C. 
591, 599: 

“In Bender v. Hoffmann (C. D., 1898, 262; 85 0. G., 
1737), it w^as said by the Commissioner: 

“ ‘The discretionary power of the Commissioner 
of Patents will be exercised whenever he thinks good 
practice and equity require it, and he has exercised 
it to the extent of dissolving interferences without 
passing upon the question of priority, even where 
cases have come before him on appeal from the Ex- 
aminers-in-Chief after an award of priority, where 
they failed to call his attention to such matters as 
are provided for by Rule 126 

“If it becomes apparent during the course of an in¬ 
terference that its further prosecution would be use¬ 
less, the proper course would seem to be * * * to move 
for its dissolution, * * 

3. Motions for Dissolution May Be Based on Affidavits or 

Testimony. 

Motions for dissolution of interferences under Rule 122 
are frequently based on affidavits or testimony. Thus in 
many situations -where operativeness of an opponent’s de¬ 
vice is attacked on motion for dissolution, affidavits are 
submitted in support thereof. Barney v. Hess, 1910 C. D. 
162; Lowry and Cowley v. Spoon, 1906 C. D. 224. 

In Gehring v. Barry et ad., 1916 C. D. 16, the Commis¬ 
sioner of Patents held that it was proper on motion for 
dissolution for a party to make such motion accompanied 
by a showing of facts for leave to take testimony to estab¬ 
lish abandonment of the invention. 

In Roller v. Goodwin, 282 0. G. 387; 1921 C. D. 11, on a 
motion to dissolve on the ground of non-patentability of the 
issue in view of a foreign patent it was held that affidavits 
to show inoperativeness of the device disclosed therein are 
competent. 
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In that decision the Commissioner of Patents laid down 
a fundamental distinction between that case and cases like 
Horton v. Leonard, 1910 C. D. 81; 155 0. G. 305, in which 
affidavits were refused consideration because they were di¬ 
rected to matters that would be considered by the Patent 
Office Tribunals at later stages of the interference. 

But in Roller v. Goodwin, affidavits on matters which 
would be considered on dissolution, only, were held com¬ 
petent. 

That is exactly the case on this appeal. The question 
raised by appellant’s motion to dissolve the interference 
will not be considered on final hearing. And in refusing 
consideration of anv evidence, whether bv wav of affidavit 
or otherwise, appellee arbitrarily denies appellants an 
effective hearing on a matter which appellee has himself 
held should be heard and determined. 

Respectfully submitted, 

Sol Shappirio, 

Washington Loan & Trust 
Building, 

Washington, D. C. 

Lawrence Koenigsberger, 
1426 H Street, N. W., 
Washington, D. C., 

Attorneys for Appellants. 





